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TRADE DRESS PROTECTION OF PRODUCT DESIGNS:

WAL-MART, TRAFFIX AND THE FUTURE


I SEQ lvl1 \* ROMAN \* MERGEFORMAT .
THE HISTORICAL RIGHT TO COPY PRODUCT DESIGNS

Itc ".
THE HISTORICAL RIGHT TO COPY PRODUCT DESIGNS" \f C \l 1



A SEQ lvl2 \* ALPHABETIC \* MERGEFORMAT .
The Scope of the Right to Copy

Atc ".
The Scope of the Right to Copy" \f C \l 2



1 SEQ lvl3 \* Arabic \* MERGEFORMAT .
For much of the nineteenth and twentieth centuries, it was apparent that industry participants enjoyed a right to copy products of their competitors.  See In re Morton-Norwich Prods., Inc., 671 F.2d 1332, 1336 (C.C.P.A. 1982) (“[T]here exists a fundamental right to compete through imitation of a competitor’s product, which right can only be temporarily denied by the patent or copyright laws.”).  Thus, the wholesale mis​appropriation of competitive designs was permissible, provided that the copies were not palmed off as the goods of the senior user:

“[T]he plaintiff has the right not to lose his customers through false representations that those are his wares which in fact are not, but he may not monopolize any design or pattern, however trifling.  The defendant, on the other hand, may copy [the] plaintiff’s goods slavishly down to the minutest detail: but he may not represent himself as the plaintiff in their sale.”

Bonito Boats, Inc. v. Thunder Craft Boats, Inc., 489 U.S. 141, 157 (1989) (quoting Crescent Tool Co. v. Kilborn & Bishop Co., 247 F. 299, 301 (2d Cir. 1917) (L. Hand, J.)); see also West Point Mfg. Co. v. Detroit Stamping Co., 222 F.2d 581, 589 (6th Cir. 1955) (“The identical imitation of the goods of another does not  in itself constitute unfair competition.”).



2 SEQ lvl3 \* Arabic \* MERGEFORMAT .
Exclusion of product configurations from protection at the federal level extended to the registration process: Not only did the Commissioner of Patents routinely deny trade dress registration to product configurations, but enthusiastic courts generally upheld these refusals.  See, e.g., Sparklets Corp. v. Walter Kidde Sales Co., 104 F.2d 396, 399-400 (C.C.P.A. 1939) (grooved band on liquid gas con​tainer); In re Vertex Hosiery Mills, Inc., 45 F.2d 249, 249-50 (C.C.P.A. 1930) (ridged pattern in hosiery); Goodyear Tire & Rubber Co. v. Robert​son, 25 F.2d 833, 834-35 (4th Cir. 1928) (diamond-shaped tire tread).



B SEQ lvl2 \* ALPHABETIC \* MERGEFORMAT .
The Basis of the Right to Copy

Btc ".
The Basis of the Right to Copy" \f C \l 2



1 SEQ lvl3 \r1 \* Arabic \* MERGEFORMAT .
Because early unfair competition cases addressing the protectability of product designs occurred almost exclusively in cases involving expired utility patents, the leading view became that the right to copy was a negative implication of utility patent law.  As the Supreme Court summarized this view in 1896, “[i]t is self-evident that on the expiration of a patent the monopoly created by it ceases to exist, and the right to make the thing formerly covered by the patent becomes public property.”  Singer Mfg. Co. v. June Mfg. Co., 163 U.S. 169, 185 (1896); see also Bonito Boats, Inc. v. Thunder Craft Boats, Inc., 489 U.S. 141, 165 (1989) (“[I]t [is] well established that in the case of an expired patent, the federal patent laws do create a federal right to ‘copy and to use.’”); William H. Keller, Inc. v. Chicago Pneumatic Tool Co., 298 F. 52, 57 (7th Cir. 1923) (“The entry of one manufacturer into the field at the expiration of [a] patent is perfectly legitimate and justifiable.”); Marvel Co. v. Pearl, 133 F. 160, 161 (2d Cir. 1904) (“In the absence of protec​tion by patent, no person can monopolize or appropriate to the exclusion of others elements of mechanical con​struc​tion which are essential to the successful practi​cal operation of a manufacture . . . .”).



2 SEQ lvl3 \* Arabic \* MERGEFORMAT .
At least two Supreme Court opinions restricting the protection available to product designs, however, have suggested that the right to copy may have constitutional dimensions.  Under this view, “[t]o forbid copying would interfere with the federal policy, found in Art. I, § 8, cl. 8 of the Constitution and in the implementing federal statutes, of allowing free access to copy whatever the federal patent and copy​right laws leave in the public domain.”  Compco Corp. v. Day-Brite Lighting, Inc., 376 U.S. 234, 237 (1964) (emphasis added); see also Bonito Boats, Inc. v. Thunder Craft Boats, Inc., 489 U.S. 141, 146, 151, 153 (1989).  Lower fed​eral courts attempting to define the constitutional limitations, if any, on the availability of trade dress protection have done so largely in the context of the functionality inquiry.  Thus, at least where functional configurations are con​cerned, “a prohibition against copying . . . [may] contravene the policy . . . of the Con​sti​tution which gives the public free access to those materials in the public domain.”  R.M. Smith, Inc. v. Collins Ltd., 219 U.S.P.Q. 465, 468 (W.D. Pa. 1983); see also Wilhelm Pudenz GmbH v. Littelfuse Inc., 177 F.3d 1204, 1208 (11th Cir. 1999) (“[W]hen the operation of the Lanham Act would upset the balance struck by the Patent Act, the Lanham Act must yield. The functionality doctrine serves this purpose by eliminating the possibility of a perpetual exclusive right to the utilitarian features of a product under trademark law, which would be impossible (as well as unconstitutional) under the Patent Act.”); cf. Feist Publications, Inc. v. Rural Tel. Serv. Co., 499 U.S. 340 (1991) (recognizing constitutional right to copy in the copyright context).



II SEQ lvl1 \* ROMAN \* MERGEFORMAT .
RESTRICTIONS ON THE RIGHT TO COPY PRODUCT DESIGNS

IItc ".
RESTRICTIONS ON THE RIGHT TO COPY PRODUCT DESIGNS" \f C \l 1



A SEQ lvl2 \r1 \* ALPHABETIC \* MERGEFORMAT .
Intellectual Property Clause-Based Limitations

Atc ".
Intellectual Property Clause-Based Limitations" \f C \l 2

The clearest limitations on the right to copy under federal law are those expressly recognized by the Intellectual Property Clause of the United States Constitution, which authorizes Congress “[t]o promote the Progress of Science and useful Arts, by securing for limited Times to Authors and Inventors the ex​clusive Right to their respective Writings and Dis​coveries.”  U.S. Const. art. I, § 8, cl. 8.  Under the auspices of this clause, Congress has provided for three primary forms of tem​porally limited intellectual property rights of which product configuration owners may avail themselves:



1 SEQ lvl3 \r1 \* Arabic \* MERGEFORMAT .
Utility patent protection, available to useful, novel, nonobvious configura​tions, 35 U.S.C. § 101 et seq. (2000);



2 SEQ lvl3 \* Arabic \* MERGEFORMAT .
Design patent protection, available to nonfunc​tional “new, original and ornamental design[s] for . . . article[s] of manufacture,” 35 U.S.C. § 171 (2000); and



3 SEQ lvl3 \* Arabic \* MERGEFORMAT .
Copyright protection, available to nonfunctional and original designs, 17 U.S.C. § 101 et seq. (2000).

At least one recent Supreme Court decision has suggested that patent and copyright protection are the preferred methods for protecting product designs.  See Wal-Mart Stores, Inc. v. Samara Bros., 120 S. Ct. 1339, 1345 (2000).


B SEQ lvl2 \* ALPHABETIC \* MERGEFORMAT .
Commerce Clause-Based Limitations

Btc ".
Commerce Clause-Based Limitations" \f C \l 2

Apart from Intellectual Property Clause-based legislation, the Supreme Court con​sistently has ack​now​ledged the possibility of some other form of protection arising under the Commerce Clause of the Constitution, even when dismissing claims of pro​tectable rights in the case before it.



1 SEQ lvl3 \r1 \* Arabic \* MERGEFORMAT .
In United States v. Steffens (The Trade-Mark Cases), 100 U.S. 82 (1879), the Court invalidated the first comprehensive pieces of federal trade​mark legislation as unauthorized by the Intellectual Property Clause.  In doing so, however, the Court remarked that similar legislation might be upheld if enacted under the Commerce Clause instead, see id. at 95-96, a less than subtle suggestion that resulted in the Trademark Act of 1881.  See Act of Mar. 3, 1881, ch. 138, 21 Stat. 502 (repealed 1946).



2 SEQ lvl3 \* Arabic \* MERGEFORMAT .
In Kellogg Co. v. Nat’l Biscuit Co., 305 U.S. 111 (1938), the Court concluded that “[s]haring in the goodwill of an article unprotected by patent or trade-mark is the exercise of a right possessed by all—and in the free exercise of which the consuming public is deeply interested.”  Id. at 122 (emphasis added).



3 SEQ lvl3 \* Arabic \* MERGEFORMAT .
Similarly, even the Court’s expansive language in Compco was subject to a holding that the plaintiff in that case was “not entitled to a design patent or other federal statutory protection.”  376 U.S. at 238 (emphasis added).



4 SEQ lvl3 \* Arabic \* MERGEFORMAT .
It is thus apparent that there is no right to copy a configuration by virtue of the mere fact that the configuration is not covered by, or eligible for, utility patent, design patent, or copyright protection.  See generally Hunter Douglas, Inc. v. Harmonic Design, Inc., 153 F.3d 1318 (Fed. Cir. 1998); see also Midwest Indus. v, Karavan Trailers, Inc., 175 F.3d 1356, 1362-64 (Fed. Cir. 1999) (“We know of no provision of patent law, statutory or otherwise, that guarantees to anyone an absolute right to copy the subject matter of any expired patent.  Patent expiration is nothing more than the cessation of the patentee’s right to exclude . . . under the patent law.”).



C SEQ lvl2 \* ALPHABETIC \* MERGEFORMAT .
Distinguishing Potentially Perpetual Commerce Clause-Based Protection from Temporally Limited Intellectual Property Clause-Based Protection

Ctc ".
Distinguishing Potentially Perpetual Commerce Clause-Based Protection from Temporally Limited Intellectual Property Clause-Based Protection" \f C \l 2

If the Supreme Court’s language in Compco is taken seriously, the inquiry then becomes what is necessary to render the availability of relief under “other . . . statutory protection” that is not subject to the temporal restrictions applicable to patent and copyright law.  On this subject, the elements of a plaintiff’s prima facie case for trade dress infringement are noteworthy:



1 SEQ lvl3 \r1 \* Arabic \* MERGEFORMAT .
The Use in Commerce Requirement

1tc ".
The Use in Commerce Requirement" \f C \l 3



a SEQ lvl4 \* alphabetic \* MERGEFORMAT )
Subject to the intent-to-use provisions of the Lanham Act, a trade dress is eligible for protec​tion only when it is actually used in commerce in a manner apparent to consumers.  See generally Restatement (Third) Of Unfair Competition § 18 (1995).



b SEQ lvl4 \* alphabetic \* MERGEFORMAT )
This prerequisite for trade dress protection is without equivalent in either patent or copyright law.  See Ashley Furniture Indus. v. Sangiacomo N.A., 187 F.3d 363, 376 (4th Cir. 1999); see also Haymaker Sports, Inc. v. Turian, 581 F.2d 257, 261 (C.C.P.A. 1978) (“The owner of a trade-mark may not, like the proprietor of a patented invention, make a negative and merely prohibitive use of it as a monopoly.”).  Indeed, it is arguably antithetical to those bodies of law in light of patent law’s one year bar, 35 U.S.C. § 102(b) (2000), and copyright law’s generally solicitous treatment of unpublished works.  See, e.g., Harper & Row, Publishers, Inc. v. Nation Enters., 471 U.S. 539, 564 (1985).



2 SEQ lvl3 \* Arabic \* MERGEFORMAT .
The Distinctiveness Requirement

2tc ".
The Distinctiveness Requirement" \f C \l 3



a SEQ lvl4 \* alphabetic \* MERGEFORMAT )
The plaintiff owner of a trade dress must demon​strate that prospective pur​chasers perceive the trade dress as a symbol identifying the source or origin of the good with which it is associated.  See generally Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763 (1992).  Moreover, where dilution claims are involved, the plaintiff must make a showing of distinctiveness that goes well beyond that necessary to qualify its design a protectable mark.  See, e.g., 15 U.S.C. § 1125(c) (2000).  As the First Circuit has explained:

[T]he mere acquisition of secondary meaning to achieve trade​mark status in a non-inherently distinctive designation is nowhere near sufficient to achieve the status of “famous mark” under the anti-dilution statute.  The acquisition of secondary meaning merely establishes the minimum threshold necessary for trademark status: section 43(c) requires a great deal more.

I.P. Lund Trading ApS v. Kohler Co., 163 F.3d 27, 47 (1st Cir. 1998) (internal quotations and citation omitted).  But cf. Syndicate Sales, Inc. v. Hampshire Paper Corp., 192 F.3d 633, 638 (7th Cir. 1999) (holding that fame in niche market only may allow product design to qualify for protection under federal statute).



b SEQ lvl4 \* alphabetic \* MERGEFORMAT )
As with the use in commerce requirement, the distinctiveness prerequisite for trade dress protection is without equivalent in federal utility patent, design patent, or copyright law.  See Koh​ler Co. v. Moen Inc., 12 F.3d 632, 638 (7th Cir. 1993) (dis​tinguishing federal trade dress and design patent law).



3 SEQ lvl3 \* Arabic \* MERGEFORMAT .
The Nonfunctionality Requirement

3tc ".
The Nonfunctionality Requirement" \f C \l 3



a SEQ lvl4 \* alphabetic \* MERGEFORMAT )
To qualify for protection under either the Lanham Act or the com​mon law, a trade dress must be nonfunctional or, in other words, not essential to the use or purpose of the associated good or affecting the quality of the good.  Inwood Labs. v. Ives Labs., 456 U.S. 844, 850 n.10 (1982); see also Qualitex Co. v. Jacobson Prods. Co., 514 U.S. 159, 164 (1995); Two Pesos, 505 U.S. at 769.



b SEQ lvl4 \* alphabetic \* MERGEFORMAT )
This requirement is shared with federal design patent and copyright law.  See generally tc "Lee" \f oLee v. Dayton-Hudson Corp., 838 F.2d 1186, 1189 (Fed. Cir. 1988); see also Lee v. Dayton-Hudson Corp., 838 F.2d 1186, 1189 (Fed. Cir. 1988) (design patent); Carol Barnhart, Inc. v. Economy Cover Corp., 773 F.2d 411, 419 (2d Cir. 1985) (copyright).



c SEQ lvl4 \* alphabetic \* MERGEFORMAT )
This requirement is at least to some degree inconsistent with federal utility patent law’s requirement that a device have utility to qualify for protection.  Indeed, some courts have concluded that the nonfunctionality requirement for trade dress protection precludes a conflict between trade dress and utility patent protection.  See Ashley Furniture Indus. v. Sangiacomo N.A., 187 F.3d 363, 376 (4th Cir. 1999) (“[T]he trade dress rule that functional aspects of a product, although patentable, are not protectable as trade dress directly eliminates any conflict between patents for useful items and trade dress protection for product configuration[s].”);  W.T. Rogers Co. v. Keene, 778 F.2d 334, 337 (7th Cir. 1985) (noting in infringement context that “provided that a defense of functionality is recognized, there is no conflict with federal patent law”); I.P. Lund Trading ApS v. Kohler Co., 11 F. Supp. 2d 127, 134 (D. Mass.) (relying in part on nonfunctionality requirement to uphold constitutionality of federal dilution statute), rev’d on other grounds, 163 F.3d 27 (1st Cir. 1998).



4 SEQ lvl3 \* Arabic \* MERGEFORMAT .
The Tests for Liability Under a Trade Dress Theory

4tc ".
The Tests for Liability Under a Trade Dress Theory" \f # \l 3



a SEQ lvl4 \r1 \* alphabetic \* MERGEFORMAT )
The Test for Likelihood of Confusion

atc ")
The Test for Likelihood of Confusion" \f C \l 4
 
(

1 SEQ lvl5 \* Arabic \* MERGEFORMAT )
To prevail in a trade dress infringement suit, a plaintiff must demonstrate that the defendant’s introduction of its trade dress is likely to cause confusion in the marketplace.  15 U.S.C. §§ 1114, 1125(a) (2000).

(

2 SEQ lvl5 \* Arabic \* MERGEFORMAT )
Although occasionally treated as coextensive with the test for design patent infringement by courts faced with claims under both theories, the likelihood of confusion test is in fact unique in intellectual property law. See Ashley Furniture Indus. v. Sangiacomo N.A., 187 F.3d 363, 376 (4th Cir. 1999).  Utility patent, design patent and copy​right law focus on the parties’ designs themselves to the exclusion of other considerations.  See, e.g., Gorham Co. v. White, 81 U.S. 511, 528 (1871); Durham Indus. v. Tomy Corp., 630 F.2d 905, 913 n.11 (2d Cir. 1980). In contrast, however, the likelihood of confusion test traditionally has taken into account a variety of marketplace considerations, in​cluding, inter alia:

(

a SEQ lvl6 \r1 \* alphabetic \* MERGEFORMAT )
the similarity of the trade dresses at issue;

(

b SEQ lvl6 \* alphabetic \* MERGEFORMAT )
the similarity between the parties’ products;

(

c SEQ lvl6 \* alphabetic \* MERGEFORMAT )
the strength of the plaintiff’s trade dress as an indicator of origin;

(

d SEQ lvl6 \* alphabetic \* MERGEFORMAT )
similarities in the parties’ advertising strategies;

(

e SEQ lvl6 \* alphabetic \* MERGEFORMAT )
similarities in the parties’ customers and channels of distribution;

(

f SEQ lvl6 \* alphabetic \* MERGEFORMAT )
the defendant’s intent in adopting its trade dress; and

(

g SEQ lvl6 \* alphabetic \* MERGEFORMAT )
the extent of actual confusion between the parties’ trade dresses.

See generally Imagineering, Inc. v. Van Klassens, Inc., 53 F.3d 1260, 1264 (Fed. Cir. 1995); Swisher Mower & Mach. Co. v. Haban Mfg., Inc., 931 F. Supp. 645, 650 (W.D. Mo. 1996).  As set forth below in greater detail, however, other factors and considerations increasingly are making their way into trade dress cases.  Whatever the factors considered, and unlike utility patent, design patent, and copyright law, the likelihood of confusion test in and of itself does not preclude the wholesale copying of a plaintiff’s trade dress by a defendant.  Rather, “[o]thers can produce designs similar to the trademark so long as there is no likelihood of consumer confusion.”  Kohler Co. v. Moen Inc., 12 F.3d 632, 634 (7th Cir. 1993).



b SEQ lvl4 \* alphabetic \* MERGEFORMAT )
The Test for Impermissible Dilutiontc "b)
The Test for Impermissible Dilution" \f C \l 4
In contrast to the well-developed likelihood of confusion test in the infringement context, the proper test for determining whether impermissible dilution of a product configuration trade dress has occurred has not received extensive judicial attention.  In cases presenting allegations of the dilution of a famous word mark, however, courts typically have held the cause of action to lie under two sets of facts, neither of which bears any relation to the tests for utility patent, design patent, or copyright infringement:

(

1 SEQ lvl5 \* Arabic \* MERGEFORMAT )
One type of dilution “is a ‘blurring’ or ‘whittling down’ of the distinctiveness of a mark.  This can occur where the public sees the mark used widely on all kinds of products.”  Original Appalachian Artworks, Inc. v. Topps Chew​ing Gum, Inc., 642 F. Supp. 1031, 1039 (N.D. Ga. 1986). 

(

a SEQ lvl6 \* alphabetic \* MERGEFORMAT )
Although not itself articulating a test for dilution, the First Circuit has rejected in the product configuration context the so-called “Sweet test” popular among other courts for determining whether impermissible dilution of a word mark has occurred.  See Mead Data Central, Inc. v. Toyota Motor Sales, U.S.A., Inc., 875 F.2d 1026, 1035 (2d Cir. 1989) (Sweet, J., concurring).  As the court concluded, the Sweet test looks suspiciously similar to the doctrinal test for likely confusion and includes factors that have little bearing on consumer perception of the plaintiff’s mark.  See I.P. Lund Trading Aps v. Kohler Co., 163 F.3d 27, 49-50 (1st Cir. 1998).

(

b SEQ lvl6 \* alphabetic \* MERGEFORMAT )
Indeed, even the Second Circuit, in which the Sweet test originated, has chosen to apply a different multifactored test for dilution, which includes consideration of the following:

(i)
the distinctiveness of the plaintiff’s mark;

(ii)
the similarity between the parties’ marks;

(iii)
the proximity of the products and the likelihood of the gap between the parties’ products being bridged;

(iv)
the extent of shared customers and geographic limitations;

(v)
the sophistication of the parties’ customers;

(vi)
the degree of actual confusion between the parties’ marks;

(vii)
the adjectival or referential quality of the junior mark;

(viii)
the potential harm to the junior user of an injunction and the delay, if any, by the senior user in seeking relief; and

(ix)
the effect of the senior user’s prior laxity in protecting the mark.

See Nabisco, Inc. v. PF Brands, Inc., 191 F.3d 208, 217-22 (2d Cir. 1999). 

(

2 SEQ lvl5 \* Arabic \* MERGEFORMAT )
The second type of dilution is tarnishment, which can occur if the defendant uses the plaintiff’s mark (or an imitation of it) in an unsavory or unwholesome context.  See, e.g., American Express Co. v. Vibra Approved Labs., 10 U.S.P.Q.2d 2006 (S.D.N.Y. 1989).

At least one court hearing a case alleging the dilution of a product configuration trade dress has suggested that these prongs of the relevant test apply with equal force in that context.  See Liquid Glass Enters. v. Dr. Ing. h.c.f. Porsche AG, 8 F. Supp. 2d 398, 404-05 (D.N.J. 1998).
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A SEQ lvl2 \r1 \* ALPHABETIC \* MERGEFORMAT .
Determining Distinctiveness

Atc ".
Determining Distinctiveness" \f C \l 2



1 SEQ lvl3 \* Arabic \* MERGEFORMAT .
The Effect of Federal Registrations on the Distinctiveness Inquiry

1tc ".
The Effect of Federal Registrations on the Distinctiveness Inquiry" \f C \l 3

Applications for, and receipt of, federal registrations covering product configura​tions can have significant benefits in a later infringement action.



a SEQ lvl4 \* alphabetic \* MERGEFORMAT )
On the most basic level, federal registrants have the benefit of a prima facie presumption of trade dress validity, although that pre​sump​tion can be rebutted with an appro​priate showing by the defendant.  See, e.g., Aroma​tique, Inc. v. Gold Seal, Inc., 28 F.3d 863, 873 (8th Cir. 1994) (per curiam) (product packaging).  Once a reg​istration has passed its fifth anniversary of issuance, however, that presumption can become “conclu​sive,” if the registrant has filed a section 15 affidavit.  See generally Park ‘N Fly, Inc. v. Dollar Park and Fly, Inc., 469 U.S. 189 (1985).



b SEQ lvl4 \* alphabetic \* MERGEFORMAT )
Even apart from the evidentiary presumptions attaching to a federal registration, the act of applying for one may have significance to the secondary meaning inquiry.  If a plain​tiff has never bothered to apply for a registration for its trade dress, while at the same time maintaining registrations of its word marks, this failure may weigh towards an absence of secondary meaning.  See, e.g., Krueger Int’l, Inc. v. Nightingale Inc., 915 F. Supp. 595, 609 (S.D.N.Y. 1996); Meadowcraft, Inc. v. B.I. Indus., 226 U.S.P.Q. 244, 247 (N.D. Ala. 1985); Major Pool Equip. Corp. v. Ideal Pool Corp., 203 U.S.P.Q. 577, 583 (N.D. Ga. 1979); see also Ohio Art Co. v. Lewis Galoob Toys, Inc., 799 F. Supp. 870, 886 (N.D. Ill. 1992) (“[T]he fact that [the plaintiff] itself [historically] did not attribute any trademark significance to the shape of its product . . . [is] added evidence that the shape is functional and does not have secondary meaning.”).



c SEQ lvl4 \* alphabetic \* MERGEFORMAT )
Although federal registrations covering product configurations are issued infre​quently, the PTO no longer blindly rejects applications covering such subject matter.  See, e.g., In re Minnesota Mining & Mfg. Co., 335 F.2d 836, 840 (C.C.P.A. 1964); In re Superba Cravats, Inc., 145 U.S.P.Q. 354, 355 (T.T.A.B. 1965).


2 SEQ lvl3 \* Arabic \* MERGEFORMAT .
Inherent Distinctiveness

2tc ".
Inherent Distinctiveness" \f C \l 3



a SEQ lvl4 \* alphabetic \* MERGEFORMAT )
Inherent Distinctiveness Prior to 2000tc "a)
Inherent Distinctiveness Prior to 2000" \f C \l 4
Prior to 2000, there was a pronounced split in the circuits on the proper test for inherent distinctiveness for product designs.  See generally Graeme B. Dinwoodie, Reconceptualizing the Inherent Distinctiveness of Product Design Trade Dress, 72 N.C.L. Rev. 471 (1997).  In Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763 (1992), the Supreme Court resolved a split in the circuits by holding that trade dresses, like verbal marks, can qualify for trade dress protection if they are inherently distinctive.  This holding, however, did not resolve certain other questions, including what the test for inherent distinctiveness should be for product designs.  The lack of guidance from the Court on this issue led again to pronounced splits in the Circuits:

(

1 SEQ lvl5 \* Arabic \* MERGEFORMAT )
The Eligibility of Product Configurations for Inherently Distinctive Statustc "(1)
The Eligibility of Product Configurations for Inherently Distinctive Status" \f C \l 5
The precise rules governing inquiries into the inherent distinctiveness of product configurations as brand signals  historically have been the subject of considerable judicial disagreement.

(

a SEQ lvl6 \* alphabetic \* MERGEFORMAT )
For example, the Restatement suggested that, as a factual matter, product configurations were dis​favored under trade dress doctrine:

As a practical matter, . . . it is less common for consumers to recognize the design of a product or product feature [as opposed to packaging features] as an indication of source.  Product designs are more likely to be seen merely as utili​tarian or ornamental aspects of the goods.  In addition, the com​petitive interest in copying product designs is more sub​stantial than in the case of packaging, containers labels, and related subject matter.  Product designs therefore are ordinarily not considered inherently dis​tinctive and are thus protected only upon proof of secondary meaning.

RESTATEMENT (THIRD) OF UNFAIR COM​PE​​TI​TION § 16 cmt. b (1995).

(

b SEQ lvl6 \* alphabetic \* MERGEFORMAT )
The Third Circuit adopted an increasingly hostile attitude towards claims of inherently distinctive product configurations and came close to holding that Two Pesos is inapplicable in this context.  See Duraco Prods. Inc. v. Joy Plastic Enters., 40 F.3d 1431, 1448 (3d Cir. 1994).  This approach was adopted at least in dictum by panels of the Seventh  and Fifth Circuits.  See Kohler Co. v. Moen, Inc., 12 F.3d 632, 642 (7th Cir. 1993) (“A product’s shape is never inherently dis​tinctive.” (dictum)); see also Sunbeam Prods. Inc. v. West Bend Co., 123 F.3d 246, 252 (5th Cir. 1997) (“Insofar as product configurations are fundamentally different from trademarks and trade dress, there is some question whether a product con​figuration can ever be deemed ‘inherently distinctive.’” (dictum)).

(

c SEQ lvl6 \* alphabetic \* MERGEFORMAT )
The Eighth Circuit, however, expressly rejected the Third Circuit rule that the inherent distinctiveness doctrine is inapplicable to product configurations, although noting in the process that if a configuration is “dictated by the nature of the product, then secondary meaning must be proven.”  Stuart Hall Co. v. Ampad Corp., 51 F.3d 780, 786-88 (8th Cir. 1995); see also Sassafras Enters. v. Roshco, Inc., 915 F. Supp. 1, 5 (N.D. Ill. 1996) (“[I]t is obviously not impossible for a product’s configuration to be inherently distinctive, [but] it is worth mentioning at the outset that [the plaintiff’s] burden as to inherent distinctiveness is not an easy one . . . .”).

(

d SEQ lvl6 \* alphabetic \* MERGEFORMAT )
At least one panel of the Second Circuit adopted an intermediate approach.  Although agreeing with the Third Circuit that product configurations are less likely to be viewed as indicators of origin than packaging, particularly if they were adopted for aesthetic reasons, Knitwaves, Inc. v. Lollytogs Ltd., 71 F.3d 996, 1008 (2d Cir. 1995), the court nevertheless declined to hold Two Pesos inapplicable to the product configuration context.  Id. at 1009 n.6.

(

2 SEQ lvl5 \* Arabic \* MERGEFORMAT )
The Proper Test for Inherent Distinctivenesstc "(2)
The Proper Test for Inherent Distinctiveness" \f C \l 5
Although declining to disturb a jury finding of inherent distinctiveness for what arguably was a fairly conventional restaurant interior, the Two Pesos Court did not otherwise opine on what qualifies as inherently distinctive.  This led lower courts to articulate a variety of different formulations:

(

a SEQ lvl6 \* alphabetic \* MERGEFORMAT )
Some courts continued to classify trade dresses into the so-called Abercrombie “fanciful”-“generic” con​tinu​um tradi​tionally applicable to word marks.  See, e.g., Insty*Bit, Inc. v. Poly-Tech Indus., 95 F.3d 663, 672-73 (8th Cir. 1996); Jeffrey Milstein, Inc. v. Greger, Lawlor, Roth, Inc., 58 F.3d 27, 31-32 (2d Cir. 1995); Big Top USA, Inc. v. Wittern Group, 998 F. Supp. 30, 45 (D. Mass. 1998); Lainer v. Bandwagon, Inc., 983 F. Supp. 292, 300 (D. Mass. 1997). Under this analysis, “if the design of the trade dress is closely intertwined with the product itself, then the trade dress is descriptive.”  Pebble Beach Co. v. Tour 18 I, Ltd., 936 F. Supp. 1299, 1343 (S.D. Tex. 1996) (citing Stuart Hall Co. v. Ampad Corp., 51 F.3d 780, 786 (8th Cir. 1995)), aff’d as modified, 155 F.3d 526 (5th Cir. 1998).  This approach arguably was supported by the Supreme Court’s Two Pesos opinion, in which the Court appears to have approved the Fifth Circuit’s adherence to the practice.  See 505 U.S. at 773.

(

b SEQ lvl6 \* alphabetic \* MERGEFORMAT )
At least one Second Circuit panel expressly rejected the applicability of such labels as “descriptive” to the product configu​ration context.  Knitwaves, Inc. v. Lolly​togs Ltd., 71 F.3d 996, 1008-09 (2d Cir. 1995).  According to that court, “[w]hile ‘arbi​trary,’ ‘fanciful,’ or ‘sug​gestive’ packaging of a product may be pre​sumed to serve [a] a source-identifying func​tion, and thus may be deemed per se dis​tinctive of the source, the same pre​sumption may not be made with regard to product fea​tures or designs whose primary purposes are likely to be functional or aesthetic.”  Id. at 1008 (citation omitted); see also Sassa​fras Enters. v. Roshco, Inc., 915 F. Supp. 1, 5 n.8 (N.D. Ill. 1996).  The proper inquiry therefore was not “whether a product-configura​tion trade dress falls with​in a particular dis​tinc​tive​ness category [but instead] whether it is likely to serve  primarily as a designator of origin.”  EFS Mktg., Inc. v. Russ Berrie & Co., 76 F.3d 487, 491 (2d Cir. 1996).  Under this test, “[a] dress [that] is no more than a concept or idea to be applied to particular products” is not inherently distinctive and therefore unprotectable in the absence of secondary meaning.  Jeffrey Milstein, Inc. v. Greger, Lawlor, Roth, Inc., 58 F.3d 27, 33 (2d Cir. 1995).

(

c SEQ lvl6 \* alphabetic \* MERGEFORMAT )
At least three circuits rejected the applicability of the word mark categories and adopted a multifactored inquiry for determining whether a particular trade dress is inherently distinc​tive.  According to this test, first articulated in Sea​brook Foods, Inc. v. Bar-Well Foods, Ltd., 568 F.2d 1342, 1344 (C.C.P.A. 1977), relevant factors for consideration include:

(i)
whether the claimed “mark” is a “common,” or basic, shape or design;

(ii)
whether it is unique or unusual in the field;

(iii)
whether it is a “mere refinement of a commonly adopted and well-known form of ornamentation for a particular class of goods viewed by the public as a dress or ornamen​tation for the goods”; and

(iv)
whether the trade dress is capable of creating a distinctive impression independent of the associated goods and services.

See Tone Bros. v. Sysco Corp., 28 F.3d 1192, 1205 (Fed. Cir. 1994) (product packaging); I.P. Lund Trading ApS v. Kohler Co., 163 F.3d 27, 40 (1st Cir. 1998); Wiley v. American Greetings Corp., 762 F.2d 139 141 (1st Cir. 1985); Brooks Shoe Mfg. Co. v. Suave Shoe Corp., 716 F.2d 854, 857-58 (11th Cir. 1983); see also Meadowcraft, Inc. v. Compex Int’l Co., 47 U.S.P.Q.2d 1665, 1667 (N.D. Ga. 1998); Swisher Mower & Mach. Co. v. Haban Mfg., Inc., 931 F. Supp. 645, 649-50 (W.D. Mo. 1996); Krueger Int’l, Inc. v. Nightingale Inc., 915 F. Supp. 595, 603 (S.D.N.Y. 1996); Ergotron, Inc. v. Hergo Ergonomic Support Sys., Inc., 1996 U.S. Dist. LEXIS 3822, at *14-15 (S.D.N.Y. March 29, 1996);  Nat’l Presto Indus. v. Hamilton Beach, Inc., 18 U.S.P.Q.2d 1993, 1999 (N.D. Ill. 1990).  The proposed Federal Trade Dress Protection Act, H.R. 3136, 105th Cong. § 2(a) (1998), would have adopted this test as a matter of federal law, but died in committee, apparently in the face of constituent con​cerns.

(

d SEQ lvl6 \* alphabetic \* MERGEFORMAT )
The Third Circuit adopted a three part test for determin​ing inherent dis​tinc​tive​ness.  To qualify, a prod​uct configura​tion must be:

(i)
“unusual and memorable”;

(ii)
“conceptually separable from the product”; and

(iii)
“likely to serve primarily as a desig​nator of origin of the product.”

Duraco Prods. Inc. v. Joy Plastic Enters., 40 F.3d 1431, 1450 (3d Cir. 1994).  Under this test, “designs customary in the industry can not be inherently distinctive . . . .”  Id. at 1449.  More​over, a failure by the plaintiff inten​tionally to adopt its claimed trade dress as an indicator of origin may also preclude a finding of inherent distinctive​ness.  Id.; accord Sassafras Enters. v. Roshco, Inc., 915 F. Supp. 1, 5-6 (N.D. Ill. 1996).  But see Tough Travelesr, Ltd. v. Outbound Prods., 989 F. Supp. 203, 205 (N.D.N.Y. 1997) (rejecting relevancy of plaintiff’s intent), aff’d without op., 165 F.3d 15 (2d Cir. 1998).

(

e SEQ lvl6 \* alphabetic \* MERGEFORMAT )
The Fourth Circuit attempted to have it both ways:  Although holding that Abercrombie applies with full force in the product configuration context, it nevertheless endorsed the use of the Seabrook test to “clarif[y] when a trade dress should be considered arbitrary or fanciful, on the one hand, or generic, on the other.”  Ashley Furniture Indus. v. Sangiacomo N.A., 187 F.3d 363, 370-71 (4th Cir. 1999).  Under this view, Aber​crombie and Seabrook were not incompatible; rather, the latter was an “elaboration” of the former.  Id. at 371.

(

f SEQ lvl6 \* alphabetic \* MERGEFORMAT )
At least one district court fashioned a test for inherent dis​tinctiveness that incorporates the Abercrombie classification for word marks, the Seabrook test for non​verbal designations, the test applied by the Fifth Circuit in cases involving product packaging, see Chevron Chemical Co. v. Voluntary Purchasing Groups, Inc., 659 F.2d 695, 702 (5th Cir. 1981), and the func​tionality inquiry.  Under this test, factors for consideration included:

(i)
whether the trade dress is arbitrary;

(ii)
whether the trade dress serves no function to describe the product or to assist in its packaging; and

(iii)
whether the design is a common basic shape or design, whether it is unique in a particular field, or whether it is a mere refinement of a commonly adopted and well-known design.

Bloomfield Indus. v. Stewart Sandwiches, Inc., 716 F. Supp. 380, 384 (N.D. Ind. 1989).



b SEQ lvl4 \* alphabetic \* MERGEFORMAT )
Wal-Mart Stores, Inc. v. Samara Bros.tc "b)
Wal-Mart Stores, Inc. v. Samara Bros.  " \f C \l 4
In 2000, the Supreme Court resolved the split in the Circuits by holding that product designs can never qualify as inherently distinctive, and that they therefore must have achieved secondary meaning to be protectable.  See Wal-Mart Stores, Inc. v. Samara Bros., 120 S. Ct. 1339 (2000).  The Court’s decision was grounded in three primary rationales:

(

1 SEQ lvl5 \* Arabic \* MERGEFORMAT )
Reviewing the express text of the Lanham Act, the Court concluded that “[n]othing in [the Act] . . . demands the conclusion that every category of mark necessarily includes some marks ‘by which the goods of the [claimant] may be distinguished from others’ without secondary meaning – that in every category some marks are inherently distinctive.”  Id. at 1343-44 (internal quotation marks omitted).

(

2 SEQ lvl5 \* Arabic \* MERGEFORMAT )
The Court also distinguished consumers’ perceptions of word marks and packaging, on the one hand, and product designs, on the other hand:

The attribution of inherent distinctiveness to certain categories of word marks and product packaging derives from the fact that the very purpose of attaching a particular word to a product, or encasing it in a distinctive packaging, is most often to identify the source of the product. . . .  In the case of product design . . ., we think consumer predisposition to equate the feature with the source does not exist.  Consumers are aware of the reality that, almost invariably, even the most unusual of product designs – such as a cocktail shaker shaped like a penguin – is intended not identify the source, but to render the product itself more appealing.

Id. at 1344.  But cf. Continental Lab. Prods. Inc. v. Medax Int’l Inc., 114 F. Supp. 2d 992 (S.D. Cal. 2000) (con​cluding that plaintiff’s alleged packaging constituted the actual product being purchased).

(

3 SEQ lvl5 \* Arabic \* MERGEFORMAT )
Finally, the Court expressed a concern with the deleterious effects on competition of “strike suits” brought by well-established senior users against new market entrants:

Consumers should not be deprived of the benefits of competition with regard to the utilitarian and esthetic purposes that product design ordinarily serves by a rule of law that facilitates plausible threats of suit against new market entrants based on alleged inherent distinctiveness.  How easy it is to mount a plausible suit depends, of course, upon the clarity of the test for inherent distinctiveness, and where product design is concerned we have little confidence that a reasonably clear test can be devised.

Id. at 1344-45. 



3 SEQ lvl3 \* Arabic \* MERGEFORMAT .
Acquired Distinctiveness

3tc ".
Acquired Distinctiveness" \f C \l 3



a SEQ lvl4 \* alphabetic \* MERGEFORMAT )
The Timing of the Secondary Meaning Determination

atc ")
The Timing of the Secondary Meaning Determination" \f C \l 4

As is the case in the word mark context, a product configuration plaintiff must prove that its trade dress acquired secondary meaning prior to the introduction of the defendant’s product.  See Braun Inc. v. Dynamics Corp. of Am., 975 F.2d 815, 826 (Fed. Cir. 1992); see also Continental Lab. Prods. Inc. v. Medax Int’l Inc., 114 F. Supp. 2d 992, 1001 (S.D. Cal. 2000); Krueger Int’l, Inc. v. Nightingale Inc., 915 F. Supp. 595, 605 (S.D.N.Y. 1996).



b SEQ lvl4 \* alphabetic \* MERGEFORMAT )
Direct Evidence of Secondary Meaning

btc ")
Direct Evidence of Secondary Meaning" \f C \l 4

“Secondary meaning may be established by direct evidence of the link between the mark and the source in the form of (1) consumer testimony, (2) customer surveys, and (3) proof of actual confusion.”  Ark Plas Prods., Inc. v. Value Plastics, Inc., 913 F. Supp. 1246, 1252 (W.D. Ark. 1996).

(

1 SEQ lvl5 \* Arabic \* MERGEFORMAT )
Direct Consumer Testimony

1tc "()
Direct Consumer Testimony" \f C \l 5

(

a SEQ lvl6 \* alphabetic \* MERGEFORMAT )
Although infrequently introduced, direct consumer testimo​ny can be probative of secondary meaning.  See, e.g., Bloom​field Indus. v. Stewart Sand​wiches, Inc., 716 F. Supp. 380, 387-88 (N.D. Ind. 1989) (denying defendant’s motion for summary judgment in part on basis of testimony by single professional buyer); see also Landscape Forms Inc. v. Columbia Cascade Co., 117 F. Supp. 2d 360, 366 (S.D.N.Y. 2000); In re Motorola Inc., 3 U.S.P.Q.2d 1142, 1143 (T.T.A.B. 1986); In re Ovation Instruments, Inc., 201 U.S.P.Q. 116, 119 (T.T.A.B. 1978).

(

b SEQ lvl6 \* alphabetic \* MERGEFORMAT )
A failure to introduce direct consumer testimony can weigh against a finding of secondary meaning.  See, e.g., Petersen Mfg. Co. v. Central Pur​chasing, Inc., 740 F.2d 1541, 1551 (Fed. Cir. 1984).  More​over, testi​mony by a plain​tiff’s own employees or agents as to consumer per​ceptions generally is not a cog​nizable substitute.  See, e.g., Continental Lab. Prods. Inc. v. Medax Int’l Inc., 114 F. Supp. 2d 992, 1005 (S.D. Cal. 2000) (“[A]ffidavits of employees and close affiliates of a trademark holder carry de minimis evidentiary weight in determining whether a trademark has acquired secondary meaning, and cannot defeat a defendant’s motion for summary judgment.”); Western Chem. Pumps, Inc. v. Superior Mfg., Inc., 989 F. Supp. 1112, 1121 (D. Kan. 1997) (“The testimony of a Western distributor as to his impression of how a customer recognizes a Western pump is a far cry from direct consumer testimony or consumer surveys, which generally are the most persuasive and desirable evidence of secondary meaning.”); Sassafras Enters. v. Roshco Co., 915 F. Supp. 1, 7 (N.D. Ill. 1996) (dis​counting testimony by plaintiff’s agent on ground that “there is surely nothing to suggest his qualifications as a mindreader”); In re Pingel Enters., 46 U.S.P.Q.2d 1811, 1822 (T.T.A.B. 1998) (“It is well-settled that the assertions of retailers, who know full well from who they are buying, that they themselves recognize a particular designation [or design] as a trademark . . . cannot serve to establish that members of the purchasing public, who come to the marketplace without such specialized knowledge, would in fact recognize the designation [or design] as an indi​ca​tion of origin.” (alterations in original; internal quota​tions omitted)) see also Meadowcraft, Inc. v. Compex Int’l Co., 47 U.S.P.Q.2d 1665, 1672 (N.D. Ga. 1998); Meadowcraft, Inc. v. B.I. Indus., 226 U.S.P.Q. 244, 247 (N.D. Ala. 1985); Major Pool Equip. Corp. v. Ideal Pool Corp., 203 U.S.P.Q. 577, 583 (N.D. Ga. 1979); In re Cafe Au Lait Inc., 32 U.S.P.Q.2d 1063, 1064 (T.T.A.B. 1994).

(

c SEQ lvl6 \* alphabetic \* MERGEFORMAT )
Direct consumer testimony may be disregarded if it consists of nothing more than form affidavits prepared by the trade dress claimant.  See Mechani​cal Plastics Corp. v. Titan Techs., Inc., 823 F. Supp. 1137, 1149-50 (S.D.N.Y. 1993), aff’d, 33 F.3d 50 (2d Cir. 1994); In re Ennco Display Sys. Inc., 56 U.S.P.Q.2d 1279, 1284 (T.T.A.B. 2000); In re Vico Prods. Mfg. Co., 229 U.S.P.Q. 364, 369 (T.T.A.B. 1985).

(

2 SEQ lvl5 \* Arabic \* MERGEFORMAT )
Survey Evidence

2tc "()
Survey Evidence" \f C \l 5

(

a SEQ lvl6 \* alphabetic \* MERGEFORMAT )
Cases finding survey evidence directly probative of second​ary meaning in the trade dress context include: Stuart Hall Co. v. Ampad Corp., 51 F.3d 780, 789 (8th Cir. 1995); Ferrari S.P.A. Eser​ci​zio Fabriche Automobili E. Corse v. Roberts, 944 F.2d 1235, 1239-40 (6th Cir. 1991); McNeil-PPC, Inc. v. Granutec, Inc., 919 F. Supp. 198, 202 (E.D.N.C. 1995); In re Sneakers With Fabric Uppers & Rubber Soles, 223 U.S.P.Q. 536, 539-40 (U.S.I.T.C. 1983).

(

b SEQ lvl6 \* alphabetic \* MERGEFORMAT )
If a plaintiff fails to adduce survey evidence, that failure may weigh in favor of a finding of no secondary meaning.  Jeffrey Milstein, Inc. v. Greger, Lawlor, Roth, Inc., 58 F.3d 27, 34 (2d Cir. 1995); Braun Inc. v. Dynamics Corp. of Am., 975 F.2d 815, 827 (Fed. Cir. 1992); Diamond Direct LLC v. Star Diamond Group, 57 U.S.P.Q.2d 1146, 1150 (S.D.N.Y. 2000); Swisher Mower & Mach. Co. v. Haban Mfg., Inc., 931 F. Supp. 645, 650 (W.D. Mo. 1996); Sassafras Enters. v. Roshco, Inc., 915 F. Supp. 1, 7 (N.D. Ill. 1996); In re Certain Vacuum Bottles & Components Thereof, 219 U.S.P.Q. 637, 645 (U.S.I.T.C. 1982).  But see Herman Miller, Inc. v. Palazzetti Imports & Exports, Inc., 270 F.3d 298, 313 (6th Cir. 2001) (“While consumer surveys certainly would have been helpful to [the plaintiff’s] claim, their absence is not fatal, at least on summary judgment.”).

(

c SEQ lvl6 \* alphabetic \* MERGEFORMAT )
Even if introduced by the plaintiff, survey evi​dence may be found uncon​vincing.  See, e.g., Thomas & Betts v. Panduit Corp., 65 F.3d 654, 662 (7th Cir. 1995) (faulting plaintiff’s survey because it “did not separate the allegedly protectable trade dress . . . from the clearly non​-protectable ele​ments”); see also Sno-Wizard Mfg., Inc. v. Eisemann Prods. Co., 791 F.2d 423, 427 (5th Cir. 1986); Textron, Inc. v. United States Int’l Trade Comm’n, 753 F.2d 1019, 1023-24 (Fed. Cir. 1985); Brooks Shoe Mfg. Co. v. Suave Shoe Corp., 716 F.2d 854, 860-61 (11th Cir. 1983) (per curiam); Sunbeam Corp. v. Equity Indus. Corp., 635 F. Supp. 625, 631 (E.D. Va. 1986), aff’d without op., 811 F.2d 1505 (4th Cir. 1987).

(

d SEQ lvl6 \* alphabetic \* MERGEFORMAT )
Surveys, of course, can also be used by the defendant to demonstrate the absence of secondary meaning attached to a plain​tiff’s design.  See, e.g., Shake​speare Co. v. Silstar Corp. of Am., 906 F. Supp. 997, 1013 & n.26 (D.S.C. 1995), aff’d, 110 F.3d 234 (4th Cir. 1997).

(

3 SEQ lvl5 \* Arabic \* MERGEFORMAT )
Actual Confusion

3tc "()
Actual Confusion" \f C \l 5

(

a SEQ lvl6 \* alphabetic \* MERGEFORMAT )
Under certain circumstances, actual confusion can be probative of secondary meaning.  Thus, at least in some juris​dic​tions, a plaintiff with survey evi​dence demonstrating actual confusion may be able to parlay its results into a finding of secondary meaning as well.  See, e.g., Ideal Toy Corp. v. Plawner Toy Mfg. Corp., 685 F.2d 78, 82 (3d Cir. 1982); see also Brunswick Corp. v. Spinit Reel Co., 225 U.S.P.Q. 62, 64 (N.D. Okla. 1984).

(

b SEQ lvl6 \* alphabetic \* MERGEFORMAT )
Actual confusion evidence may not be dispositive, howev​er, particularly if the plaintiff has acknowledged the presence of other competitors with similar designs.  Coach Leatherware Co. v. AnnTaylor, Inc., 933 F.2d 162, 168-69 (2d Cir. 1991).  Likewise, any actual confusion must be tied to the particular feature claimed as a trade​mark if it is to be probative of the secondary meaning of that feature.  In re Vico Prods. Mfg. Co., 229 U.S.P.Q. 364, 370 (T.T.A.B. 1985).



c SEQ lvl4 \* alphabetic \* MERGEFORMAT )
Circumstantial Evidence of Secondary Meaning

ctc ")
Circumstantial Evidence of Secondary Meaning" \f C \l 4

“Secondary meaning may also be established by cir​cumstantial evidence of the connection between the mark and source, i.e., evidence relating to the nature and extent of public exposure, such as (1) volume of sales under the [trade dress], (2) [the] length of time the [trade dress] has been in use, (3) ad​ver​tising and other promotional efforts if they prominently use the [trade dress] and invite con​sumers to ‘look for’ the designation when selecting goods; and (4) the physical manner of display if prominent.”  Ark Plas Prods., Inc. v. Value Plastics, Inc., 913 F. Supp. 1246, 1252 (W.D. Ark. 1996).  Other indirect evidence of secondary meaning can include the defendant’s deliberate copying of the plaintiff’s con​figura​tion.  Id.
(

1 SEQ lvl5 \* Arabic \* MERGEFORMAT )
The Volume of Sales

1tc "()
The Volume of Sales" \f C \l 5

(

a SEQ lvl6 \* alphabetic \* MERGEFORMAT )
The Federal Circuit is relatively receptive toward claims of secondary meaning grounded in ex​tensive sales.  See, e.g., L.A. Gear, Inc. v. Thom McAn Shoe Co., 988 F.2d 1117, 1130 (Fed. Cir. 1993) (applying Second Circuit law); see also Herman Miller, Inc. v. Palazetti Imports & Exports, Inc., 270 F.3d 298, 313 (6th Cir. 2001).

(

b SEQ lvl6 \* alphabetic \* MERGEFORMAT )
The Third Circuit, however, has rejected the rele​vance of sales information to secondary meaning in the product configura​tion con​text:

Sales success by itself will typically not be as probative of secondary meaning in a product configuration case as in a trade​mark case, since the product’s market success may well be attributable to the desirability of the product configuration rather than the source-designating capa​city of the supposedly distin​guish​ing feature or combination of fea​tures.

Duraco Prods., Inc. v. Joy Enters., 40 F.3d 1431, 1452 (3d Cir. 1994); accord Cicena Ltd. v. Columbia Tele​comm. Group, 900 F.2d 1546, 1551 (Fed. Cir. 1990).  Other cases dis​counting the significance of sales to claims of secondary meaning include Braun Inc. v. Dynam​ics Corp. of Am., 975 F.2d 815, 826-27 (Fed. Cir. 1992); Brooks Shoe Mfg. Co. v. Suave Shoe Corp., 716 F.2d 854, 860 (11th Cir. 1983); Continental Lab. Prods. Inc. v. Medax Int’l Inc., 56 U.S.P.Q.2d 1548, 1556-57 (S.D. Cal. 2000); Yankee Candle Co. v. Bridgewater Candle Co., 99 F. Supp. 2d 140, 155 (D. Mass. 2000); Meadowcraft, Inc. v. Compex Int’l Co., 47 U.S.P.Q.2d 1665, 1670-71 (N.D. Ga. 1998); Artipresent GmbH v. Emruss Corp., 1997 U.S. Dist. LEXIS 12973, at *11-12 (N.D. Ill. 1997); Ark Plas Prods., Inc. v. Value Plastics, Inc., 913 F. Supp. 1246, 1253-54 (W.D. Ark. 1996); In re Ennco Display Sys. Inc., 56 U.S.P.Q.2d 1279, 1284 (T.T.A.B. 2000).

(

2 SEQ lvl5 \* Arabic \* MERGEFORMAT )
The Length of Use by Plaintiff

2tc "()
The Length of Use by Plaintiff" \f C \l 5

(

a SEQ lvl6 \* alphabetic \* MERGEFORMAT )
Particularly if that use has been ex​clusive, longtime use of a trade dress can be probative of secondary meaning.  See, e.g., Stuart Hall Co. v. Ampad Corp., 51 F.3d 780, 789 (8th Cir. 1995) (relying on 15 U.S.C. § 1052(f) to hold in infringement context that plaintiff’s exclusive use of claimed trade dress for over five years may warrant presumption of secondary meaning); see also Herman Miller, Inc. v. Palazetti Imports & Exports, Inc., 270 F.3d 298, 313 (6th Cir. 2001); Vaughan Mfg. Co. v. Brikam Int’l, Inc., 814 F.2d 346, 349 (7th Cir. 1987); Body Support Sys., Inc. v. Blue Ridge Tables, Inc., 934 F. Supp. 749, 756-57 (N.D. Miss. 1996).  

(

b SEQ lvl6 \* alphabetic \* MERGEFORMAT )
The T.T.A.B., however, has held that five years’ worth of use will not automatically result in a finding of secondary meaning under 15 U.S.C. § 1052.  See In re Ennco Display Sys. Inc., 56 U.S.P.Q.2d 1279, 1286 (T.T.A.B. 2000) (“[T]he language of the statute is permissive, and the weight to be accorded this kind of evidence depends on the facts and circumstances of the particular case.”); cf. Landscape Forms Inc. v. Columbia Cascade Co., 56 U.S.P.Q.2d 1613, 1617 (S.D.N.Y. 2000) (five years of use probative, but not dispositive, of liability) .

(

c SEQ lvl6 \* alphabetic \* MERGEFORMAT )
Lengthy use by the plaintiff also can be dis​tinguished if that use was not exclusive.  See Libbey Glass, Inc. v. Oneida Ltd., 61 F. Supp. 2d 700, 709 (N.D. Ohio 1999); Sassa​fras Enters. v. Roshco, Inc., 915 F. Supp. 1, 9 (N.D. Ill. 1996); see also Cicena Ltd. v. Columbia Tele​comm. Group, 900 F.2d 1546, 1552 (Fed. Cir. 1990); Levi Strauss & Co. v. G​enesco Inc., 742 F.2d 1401, 1404 (Fed. Cir. 1984).  Indeed, under certain cir​cumstances, even the defendant’s com​peting use may weigh against a finding of exclusivity.  See, e.g., Ark Plas Prods., Inc. v. Value Plastics, Inc., 913 F. Supp. 1246, 1254 (W.D. Ark. 1996).

(

d SEQ lvl6 \* alphabetic \* MERGEFORMAT )
Evidence of exclusive use may be discounted if it occurred while the plaintiff’s con​figura​tion was pro​tected by a utility patent.  See Zip Dee, Inc. v. Dometic Corp. 931 F. Supp. 602, 615 (N.D. Ill. 1996) (“It is no great trick to build up secondary meaning in a product con​figura​tion if the normal forces of com​pe​tition are kept from utilizing that configura​tion for 17 years by the sword and shield of patent protec​tion.”); see also J.C. Penney Co. v. H.D. Lee Mercantile Co., 120 F.2d 949, 954-55 (8th Cir. 1941) (exclusive use during pendency of design patent application); Eldon Indus. v. Rubber​maid, Inc., 735 F. Supp. 786, 817 (N.D. Ill. 1990) (exclusive use during pen​dency of design patent).  Moreover, even in the absence of a patent:

[W]here a product . . . creates a new functional niche . . . and temporarily holds a strong, almost monopolistic position with​in that niche, public per​ception may be more closely tied to the concept and function of [the product category] in general rather than to the appearance of the particular trail blazing [product].

Sunbeam Corp. v. Equity Indus., 635 F. Supp. 625, 630 (E.D. Va. 1986), aff’d, 811 F.2d 1505 (4th Cir. 1987).

(

e SEQ lvl6 \* alphabetic \* MERGEFORMAT )
At least in some jurisdictions, “[c]laims of secondary mean​ing cannot be predicated solely upon continued use of a mark for many years.”  Meadowcraft, Inc. v. B.I. Indus., 226 U.S.P.Q. 244, 247 (N.D. Ala. 1985).

(
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(

a SEQ lvl6 \* alphabetic \* MERGEFORMAT )
So-called “look-for” advertising, in which the plain​​tiff expressly encourages consumer reliance on product trade dress as an indicator of origin, can be highly probative evidence of secondary meaning.  Thus, for example, in In re Jockey, Int’l, Inc., 192 U.S.P.Q. 579 (T.T.A.B. 1976), the Board found convincing the applicant’s showing that it had featured the design “on . . . packaging material along with the legend ‘Always Look For This Mark’ or the like, and [that] customers and prospective purchasers were further alerted to this mark in . . . literature, advertising and promotional material by use of the phrase ‘known the world over by this symbol’ in association with the [design].”  Id. at 583; see also Pebble Beach Co. v. Tour 18 I, Ltd., 936 F. Supp. 1299, 1346 (S.D. Tex. 1996), aff’d as modified, 155 F.3d 526 (5th Cir. 1998); In re Ova​tion Instruments, Inc., 201 U.S.P.Q. 116, 119 (T.T.A.B. 1978).

(

b SEQ lvl6 \* alphabetic \* MERGEFORMAT )
The absence of “look-for” advertising is likely to weigh against a finding of secondary meaning, notwithstanding argu​ably large overall advertising expendi​tures.  See, e.g., Textron, Inc. v. United States Int’l Trade Comm’n, 753 F.2d 1019, 1027 (Fed. Cir. 1985); Yankee Candle Co. v. Bridgewater Candle Co., 99 F. Supp. 2d 140, 155 (D. Mass. 2000); Continental Lab. Prods. Inc. v. Medax Int’l Inc., 56 U.S.P.Q.2d 1548, 1555 (S.D. Cal. 2000); Western Chem. Pumps, Inc. v. Superior Mfg., Inc., 989 F. Supp. 1112, 1121-22 (D. Kan. 1997); Artipresent GmbH v. Emruss Corp., 1997 U.S. Dist. LEXIS 12923, at *11 (N.D. Ill. 1997); Herbko Int’l, Inc. v. Gemmy Indus., 916 F. Supp. 322, 329 (S.D.N.Y. 1996); Krueger Int’l, Inc. v. Nightingale Inc., 915 F. Supp. 595, 609 (S.D.N.Y. 1996); Ark Plas Prods., Inc. v. Value Plastics, Inc., 913 F. Supp. 1246, 1253-54 (W.D. Ark. 1996); In re Ennco Display Sys. Inc., 56 U.S.P.Q.2d 1279, 1285 (T.T.A.B. 2000); In re Visual Communications Co., 51 U.S.P.Q.2d 1141, 1145 (T.T.A.B. 1999); In re Lindy Pen Co., 159 U.S.P.Q. 634, 636 (T.T.A.B. 1968); see also Braun Inc. v. Dynamics Corp. of Am, 975 F.2d 815, 826-27 (Fed. Cir. 1992) (“[T]he fact that [plain​tiff] spent an arguably large sum of money on adver​tising is of limited probative value [because it] did not proffer evidence establishing that the advertising effec​tively created secondary meaning . . . .”).

(

c SEQ lvl6 \* alphabetic \* MERGEFORMAT )
Some courts have held that an emphasis on an accompany​ing word mark in a plaintiff’s advertising may weigh against a finding of secondary meaning.  See, e.g., Yankee Candle Co. v. Bridgewater Candle Co., 99 F. Supp. 2d 140, 154-55 (D. Mass. 2000); Ohio Art Co. v. Lewis Galoob Toys, Inc., 799 F. Supp. 870, 883 (N.D. Ill. 1992). 

(

d SEQ lvl6 \* alphabetic \* MERGEFORMAT )
A lack of public notice by the plaintiff of its trade dress claims prior to the initiation of legal pro​ceedings is likely to weigh heavily against claims of secondary meaning.  See, e.g., Tex​tron, Inc. v. United States Int’l Trade Comm’n, 753 F.2d 1019, 1028 (Fed. Cir. 1985).  Indeed, at least one district court has suggested that trade dress plaintiffs have the affirmative obli​ga​tion to provide notice to the public of their claims to qualify for protection.  See Unital, Ltd. v. Sleepco Mfg., Ltd., 627 F. Supp. 285, 291 (W.D. Wash. 1985).  Nevertheless, even if such notice is provided, it may not be suffi​cient for secondary meaning purposes if it fails to associate the claim with the particular feature com​prising the puta​tive trade dress.  See, e.g., In re Pingel Enters., 46 U.S.P.Q.2d 1811, 1823 (T.T.A.B. 1998) (finding that applicant’s claims, in small print, that its configuration was a trademark were insufficiently probative of secondary meaning); In re Vico Prods. Mfg. Co., 229 U.S.P.Q. 364, 370 (T.T.A.B. 1986) (declining to accord weight to appli​cant’s limited use of “TM” symbol in conjunction with entire product con​figuration); In re Keyes Fibre Co., 217 U.S.P.Q. 730, 734 (T.T.A.B. 1983) (same).

(
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(

a SEQ lvl6 \* alphabetic \* MERGEFORMAT )
Mere placement of photographs of a product configuration in advertising or other promotional materials may not be proba​tive of secondary meaning.  See Duraco Prods., Inc. v. Joy Plastic Enters., 40 F.3d 1431, 1453-54 (3d Cir. 1994); Eldon Indus. v. Rubbermaid, Inc., 735 F. Supp. 786, 818 (N.D. Ill 1990); Ohio Art Co. v. Lewis Galoob Toys, Inc., 799 F. Supp. 870, 883 (N.D. Ill. 1982).

(

b SEQ lvl6 \* alphabetic \* MERGEFORMAT )
The mere photographic presentation of a design may be particularly insufficient if the depiction of the product is accom​panied by functional claims,  Brooks Shoe Mfg. Co. v. Suave Shoe Corp., 716 F.2d 854, 860 (11th Cir. 1983), or if the claimed feature is one of many appearing in the plaintiff’s catalogs.  In re Schaefer Marine, Inc., 223 U.S.P.Q. 170, 175 (T.T.A.B. 1984) (finding no secondary meaning because “the pattern of [the applicant’s] advertising has been to promote the appearance of a large variety of its products rather than depicting any one of them as a feature attraction”).

(

c SEQ lvl6 \* alphabetic \* MERGEFORMAT )
“‘Where a configuration of a product is displayed with or identified by word marks, the burden to show that the configuration serves a trademark function is greater, since the usual way for consumers to identify and distinguish the source of products is by marks that can be verbalized.’“ Western Chem. Pumps, Inc. v. Superior Mfg., Inc., 989 F. Supp. 1112, 1122 (D. Kan. 1997) (quoting 3 Louis Altman, Call​mann on Unfair Competition, Trade​marks, and Monopolies § 18.12, at 136 n.2 (4th ed. 1983)).

(

d SEQ lvl6 \* alphabetic \* MERGEFORMAT )
Private labeling, e.g., the display of the trade dress in connection with the mark of another party, can preclude a finding of secondary meaning because it tends to create an association between the configuration and a third party, rather than the putative mark owner: “When a product . . . design is sold by the authority of plaintiff under several different word marks . . ., it is more difficult for plaintiff to prove acquisition of secondary meaning - that is, that the shape or design identifies a single source.”  I.P. Lund Trading ApS v. Kohler Co., 163 F.3d 27, 42 (1st Cir. 1998) (internal quotations omitted; alterations in original); see also Versa Prods Co. v. Bifold (Mfg.) Ltd., 50 F.3d 189, 216 (3d Cir. 1995); Sassafras Enters. v. Roshco, Inc., 915 F. Supp. 1, 8 (N.D. Ill. 1996); Ark Plas Prods., Inc. v. Value Plastics, Inc., 913 F. Supp. 1246, 1252-53 (W.D. Ark. 1996); Tone Bros. v. Sysco Corp., 23 U.S.P.Q.2d 1184, 1190-91 (S.D. Iowa 1992); cf. Tough Traveler, Ltd. v. Outbound Prods., 989 F. Supp. 203, 212 (N.D.N.Y. 1997) (finding plaintiff’s alleged trade dress “weak” for likelihood of confusion purposes based in part on private labeling practices), aff’d without op., 165 F.3d 15 (2d Cir. 1998).  But see Insty*Bit, Inc. v. Poly-Tech Indus., 95 F.3d 663, 673 (8th Cir. 1996) (holding declaration of plain​tiff’s private label distributor proba​tive of secondary meaning); Hanig & Co. v. Fisher & Co., 1994 U.S. Dist. LEXIS 20422, at *33-38 (N.D. Ill. 1994) (declining to accord dispositive significance to plaintiff’s private labeling practices).

(

e SEQ lvl6 \* alphabetic \* MERGEFORMAT )
Likewise, cooperative advertising, in which a third party’s name, as well as that of the claimant, appears in connection with the design, may also weaken public association of the design with the claimant.  See, e.g., Meadowcraft, Inc. v. Compex, Inc., 47 U.S.P.Q.2d 1665, 1670-71 (N.D. Ga. 1998).

(
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(

a SEQ lvl6 \* alphabetic \* MERGEFORMAT )
Consistent with doctrine in the word mark and packaging contexts, see, e.g., Osem Food Indus. Ltd. v. Sherwood Foods, Inc., 917 F.2d 161, 165 (4th Cir. 1990), some courts have held that intentional copying by the defendant may create at least an inference of secondary meaning.  See Herman Miller, Inc. v. Palazetti Imports & Exports, Inc., 270 F.3d 298, 313 (6th Cir. 2001); Ferrari S.P.A. Esercizio Fabriche Automobili E. Corse v. Roberts, 944 F.2d 1235, 1239 (6th Cir. 1991); Truck Equip. Serv. Co. v. Fruehauf Corp., 536 F.2d 1210, 1220 n.13 (8th Cir. 1976); Empi, Inc. v. Iomed, Inc., 923 F. Supp. 1159, 1165 (D. Minn. 1996); McNeil-PPC, Inc. v. Gran​utec, Inc., 919 F. Supp. 198, 202 (E.D.N.C. 1995).

(

b SEQ lvl6 \* alphabetic \* MERGEFORMAT )
Other courts, however, have declined to treat claims of in​ten​​tional copying as dispositive, particularly if there is strong evidence of the configuration’s functionality.  See, e.g., Aroma​tique, Inc. v. Gold Seal, Inc., 28 F.3d 863, 871 (8th Cir. 1994) (per curiam) (“Where there is a de​mand for a type of product, capitalizing on that demand by copying that product does not neces​sarily indi​cate that the original product has secondary meaning.”); Coach Leather​ware Co. v. AnnTaylor, Inc., 933 F.2d 162, 169 (2d Cir. 1991) (“Though intentional copying constitutes persuasive evidence of consumer recognition, conscious repli​cation alone does not establish secondary meaning.” (citations omitted); Yankee Candle Co. v. Bridgewater Candle Co., 99 F. Supp. 2d 140, 155 (D. Mass. 2000) (“In a product configuration case such as this one, intent, while a factor to be considered, plays a minor role.”); see also Cicena Ltd. v. Columbia Telecomm. Group, 900 F.2d 1546, 1552 (Fed. Cir. 1990) (vacating finding of secondary meaning despite apparent copying);  Brooks Shoe Mfg. Co. v. Suave Shoe Corp., 716 F.2d 954, 860 n.17 (11th Cir. 1983) (up​holding finding of no second​ary mean​ing despite intentional copying); Landscape Forms Inc. v. Columbia Cascade Co., 56 U.S.P.Q.2d 1613, 1618-19 (S.D.N.Y. 2000) (intent to capitalize on popularity of style of plaintiff’s product not equivalent to intent to deceive); Continental Lab. Prods. Inc. v. Medax Int’l Inc., 56 U.S.P.Q.2d 1548, 1561-63 (S.D. Cal. 2000) (summary judgment for defendants notwithstand​ing acknowledged copying); Pebble Beach Co. v. Tour 18 I, Ltd., 936 F. Supp. 1299, 1346-47 (S.D. Tex. 1996) (characterizing rejection of presumption as “majority view”), aff'd as modified, 155 F.3d 526 (5th Cir. 1998); see also Libbey Glass, Inc. v. Oneida Ltd., 61 F. Supp. 2d 700, 709 (N.D. Ohio 1999) (acknowledging presumption of secondary meaning, but finding that defendants had offered “logical reason” for copy​ing); In re Ennco Display Sys. Inc., 56 U.S.P.Q.2d 1279, 1286 (T.T.A.B. 2000) (“[I]t is more common that competitors copy product designs for desirable qualities or features [than to deceive].”).
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It is apparent that “[f]unctionality . . . trumps all evi​dence of actual consumer identifi​cation of source and all evidence of actual consumer confusion caused by an imitator.  For ‘functional’ items, no amount of evidence of secondary meaning or actual confusion will create a right to exclude.”  1 J. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition § 7:63, at 7-123 (1996 ed).  How to apply this principle, however, has led to considerable con​fu​sion.
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(

1 SEQ lvl5 \* Arabic \* MERGEFORMAT )
Prior to 1999, there was a pronounced split in the circuits on the subject of which party bore the burden of proof in functionality inquiries.  Section 5 of the Trademark Amendments Act of 1999, Pub. L. No. 106-43, 113 Stat. 218, 220, however, amended section 43(a) of the Lan​ham Act to provide that the owner of an unregistered trade dress bears the burden of proving the nonfunctionality of the trade dress.  See 15 U.S.C. § 1125(a)(3) (2000).  By the same token, the legislative history of the TAA suggests that “[i]f a mark is registered, there is a presumption that it is not functional.”  H. Rep. 106-250, at 6 (1999).

(

2 SEQ lvl5 \* Arabic \* MERGEFORMAT )
The Trademark Amendments Act of 1999 does not on its face address the issue of whether ownership of a federal registration renders functionality an outright affirmative defense, or, alternatively simply creates a presumption of nonfunctionality for the trade dress covered by the registration.

(

a SEQ lvl6 \* alphabetic \* MERGEFORMAT )
Even prior to the 1999 amendments, courts addressing the issue directly appear to have concluded that the presumption of validity attaching to registrations operates to shift the burden of proof to the defendant on this issue.  See, e.g., Qualitex Co. v. Jacobson Prods. Co., 13 F.3d 1297, 1301 (9th Cir. 1994) (“A certificate of registration is prima facie evidence of the validity of the mark and relieves the holder  . . . of the burden of proving nonfunctionality . . . .”), rev’d on other grounds, 514 U.S. 159 (1995); see also Aromatique, Inc. v. Gold Seal, Inc., 28 F.3d 863, 869 (8th Cir. 1994); Vuitton et Fils S.A. v. J. Young Enters., 644 F.2d 769, 775-76 (9th Cir. 1991); Schwinn Bicycle Co. v. Murray Ohio Mfg. Co., 470 F.2d 975, 977 (6th Cir. 1972); Mech​anical Plastics Corp. v. Titan Techs., 823 F. Supp. 1137, 1150-51 (S.D.N.Y. 1993), aff’d, 33 F.3d 50 (2d Cir. 1994); Ohio Art Co. v. Lewis Galoob Toys, Inc., 799 F. Supp. 870, 879 (N.D. Ill. 1992).  This presumption can be rebutted, and both the registra​tion and mark invali​dated, upon a sufficient showing of functionality by the defendant.  Ohio Art, 799 F. Supp. at 879; see also Neiman Marcus Group v. Phillipe Charriol Int’l Ltd., 56 U.S.P.Q.2d 1975, 1976 (S.D.N.Y. 2000); Mechanical Plastics, 823 F. Supp. at 1150-51.

(

b SEQ lvl6 \* alphabetic \* MERGEFORMAT )
At least in the word mark context, however, some courts have concluded that the presumption of validity creates nothing more than a burden of production in the opposing party, and that the ultimate burden of persuasion on the issue of mark validity remains with the registrant.  As the Seventh Circuit has explained, “[t]he presumption of validity that federal registration confers evaporates as soon as evidence of invalidity is presented.  Its only function is to incite such evidence, and when the function has been performed the presumption drops out of the case.”  Door Sys., Inc. v. Pro-Line Door Sys., Inc., 83 F.3d 169, 172 (7th Cir. 1996) (citations omitted); see also Igloo Prods. Corp. v. Brantex Inc., 202 F.3d 814, 819 (5th Cir. 2000).
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(

1 SEQ lvl5 \* Arabic \* MERGEFORMAT )
In contrast to the evidentiary effect of a registration in the distinctiveness context, an incontestable registration no longer precludes a defendant from asserting the func​tionality of a registered design as a defense.  Spe​ci​fi​cally, pur​suant to technical amendments to the imple​menting legislation for the Trademark Law Treaty, Pub. L. No. 330, 112 Stat. 3064 (1998):

(

a SEQ lvl6 \* alphabetic \* MERGEFORMAT )
functionality is now a ground for cancellation of registrations that have passed their fifth anni​versary of issuance; and

(

b SEQ lvl6 \* alphabetic \* MERGEFORMAT )
functionality may now be asserted as a defense to the “conclusive” evidentiary presumptions attach​ing to an incontestable registration.

(

2 SEQ lvl5 \* Arabic \* MERGEFORMAT )
These statutory amendments abrogate the Fourth Circuit’s controversial decision in Shakespeare Co. v. Silstar Corp. of Am., 9 F.3d 1091 (4th Cir. 1993), which held that, because it is not expressly recognized by section 14(3) of the Lanham Act, 15 U.S.C. § 1064(3) (2000), functionality is not a permissible ground for the can​cellation of a registration that has passed its fifth anni​versary of issuance.  The Court reached this con​clusion based on language in Park ‘N Fly, Inc. v. Dollar Park and Fly, Inc., 469 U.S. 189 (1985), that suggests that the Act’s “incon​testability” provisions are to be applied literally.  See also Northwestern Corp. v. Gabriel Mfg. Co., 1996 U.S. Dist. LEXIS 6137, at *5-11 (N.D. Ill. 1996); Kransco Mfg. Inc. v. Hayes Specialties Corp., 33 U.S.P.Q.2d 1999, 2001 (E.D. Mich. 1994).

(

3 SEQ lvl5 \* Arabic \* MERGEFORMAT )
The amendments also resolve an issue addressed only indirectly in Shakespeare, namely whether functionality may rebut the “conclusive” evidentiary pre​sumptions attaching to a reg​istra​tion whose owner has filed a section 15 affidavit, see 15 U.S.C. §§ 1065, 1115(b) (2000).  On remand, the dis​trict court in the Shakespeare litigation held that, notwithstanding the absence of func​tionality from section 33(b)’s list of permissive defenses to a charge of infringe​ment, the doctrine nevertheless may be applied as part of the “fair use” defense contained in section 33(b) of the Lanham Act, 15 U.S.C. § 1115(b) (2000).  See Shakespeare Co. v. Silstar Corp. of Am., 906 F. Supp. 997 (D.S.C. 1995).  On the plaintiff’s second appeal to the Fourth Circuit, this “in​herently factual” determination was upheld, with the appellate court noting “[t]o identify the [products’] construction is a legitimate, nonpredatory purpose which tends to show a good-faith motivation for copying, which is an element of the fair use defense.”  Shakespeare Co. v. Silstar Corp. of Am., 110 F.3d 234, 240 (4th Cir. 1997).

(

4 SEQ lvl5 \* Arabic \* MERGEFORMAT )
Notwithstanding language in the Trademark Law Treaty Implementation Act that arguably suggests that the tech​nical amendments do not have retroactive effect, the Eleventh Circuit has held otherwise, and upheld the cancellation of a registration covering a functional design that issued prior to the Act’s passage.  See Wilhelm Pudenz, GmbH v. Littelfuse, Inc., 177 F.3d 1204 (11th Cir. 1999).
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The Supreme Court’s modern pronouncements on functionality have done little to clarify the proper standard for determining the degree of functionality attaching to a particular configuration.  According to the Court, “‘a product fea​ture is functional,’ and cannot serve as a trade​mark, ‘if it is essential to the use or purpose of the article,’ . . . that is, if exclusive use of the feature would put competitors at a sig​ni​ficant non-reputation-related disadvantage.”  Qualitex Co. v. Jacobson Prods. Co., 514 U.S. 159, 165 (1995) (quoting Inwood Labs. v. Ives Labs., 456 U.S. 844, 850 n.10 (1982)).  In the absence of express guidance, courts have examined a variety of factors, including:
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(

1 SEQ lvl5 \* Arabic \* MERGEFORMAT )
Many product configuration trade dress opinions have taken their cue from Singer Mfg. Co. v. June Mfg. Co., 163 U.S. 169, 185 (1896) and Kellogg Co. v. Nat’l Biscuit Co., 305 U.S. 111, 119-20 (1938), in each of which the Court suggested that the presence of a related utility patent might be dispositive of the plaintiff’s claims without the need for an inquiry into the functionality of the plaintiff’s device.  See also Sears, Roebuck & Co. v. Stiffel Co., 376 U.S. 225, 230 (1964); Scott Paper Co. v. Marcalus Mfg. Co., 326 U.S. 249, 256 (1945).

(

2 SEQ lvl5 \* Arabic \* MERGEFORMAT ) 
In TrafFix Devices, Inc. v. Marketing Displays, Inc., 121 S. Ct. 1255 (2001), however, the Court took a different tack in suggesting that the significance of the disclosure of a related utility patent lies in the probative value of the patent in the functionality inquiry.

(

a SEQ lvl6 \* alphabetic \* MERGEFORMAT )
TrafFix Devices involved claims of trade dress pro​tec​tion to a line of spring-mounted stands for holding and displaying signs, one of several lines marketed by the plaintiff.  The plaintiff’s ori​gi​nal product was “a business-type wind-resistant sign . . . , such as those seen at gas stations,” which featured a rectangular display surface with one of its short sides attached to a base by a pair of springs.  See Marketing Displays, Inc. v. TrafFix Devices, Inc., 971 F. Supp. 262, 264  (E.D. Mich. 1997), rev’d, 200 F.3d 929 (6th Cir. 1999), rev’d, 121 S. Ct. 1255 (2001).

(

b SEQ lvl6 \* alphabetic \* MERGEFORMAT )
Following the intro​duction of two variations of its product, the plaintiff sought and received two utility patents bearing on its designs.  See U.S. Patent Nos. 3,662,482, 3,646,696.  The claims of each, how​ever, on their face relied upon “spaced-apart” tor​sion springs that connected the frame to the base of the stand.  As the abstract of one patent ex​plained:

[This] poster display device includes a base upon which is mounted a poster frame.  The means for mounting the poster frame onto the base comprise a spring structure inter​connecting the lower portion of the poster frame to the base. . . .  [T]he spring structure comprises a pair of spaced-apart coil springs which extend between the frame and the base. . . .

U.S. Patent No. 3,646,696.

(

c SEQ lvl6 \* alphabetic \* MERGEFORMAT )
According to the plaintiff, however, the rights under its patents were not limited to devices employing widely spaced-apart springs.  On the contrary, when a third party entered the marketplace with a line of signs featuring a more closely-spaced pair of springs bearing a frame intended to hold a square sign by one of its corners, the plaintiff sued, alleging both literal in​fringement and infringement under the doctrine of equivalents.  See Sarkisian v. Winn-Proof Corp., 203 U.S.P.Q. 60 (D. Or. 1978), aff’d, 686 F.2d 671 (9th Cir. 1980).  The trial court rejected the plaintiff’s claims of literal infringement on the ground that “[t]here are sufficient minor differences between the patent claims and the accused products to conclude that the defendants did not directly in​fringe the [plaintiff’s] patents.”  Id. at 67.  The plaintiff was more suc​cessful in rely​ing on the doctrine of equivalents, however, as the district court con​cluded that “[t]he distance separating the springs is not a sig​ni​fi​cant factor” in removing the accused device from the patents’ ambit.  Id.  As a consequence, the defendant in the earlier case was held subject to a permanent in​junc​tion barring it from further use of the designs, an accounting of its profits, and an award of the plain​tiff’s dam​ages.  See 203 U.S.P.Q. at 68.

(

d SEQ lvl6 \* alphabetic \* MERGEFORMAT )
Perhaps emboldened by the plaintiff’s at least partial suc​cess in demonstrating that a closely-spaced spring con​figuration lay within the scope of its now-expired patents, the defendant in TrafFix introduced a competing line of traffic control signs that utilized that design.   Not willing to give up the exclusivity of use it had enjoyed during the pendency of its patents, the plaintiff filed a trade dress infringement suit, alleging, among other things, that its twin spring configuration was a nonfunctional brand signal.  Responding to the defen​dant’s motion for sum​mary judg​ment on func​tionality grounds, the plaintiff argued among other things that the pat​ents were “irrelevant” to its trade dress claims.  The trial  court disagreed, noting “‘[t]he ex​istence of a valid func​tional [utility] patent disclosing the utili​tarian ad​vantages of the con​figuration in question is very strong, if not con​clusive, evidence of the functionality of the con​figuration in which trademark significance is alleged.’”  Marketing Displays, Inc. v. TrafFix Devices, Inc., 971 F. Supp. 262, 272 (E.D. Mich. 1997), rev’d, 200 F.3d 929 (6th Cir. 1999), rev’d, 121 S. Ct. 1255 (2001).

(

e SEQ lvl6 \* alphabetic \* MERGEFORMAT )
The Sixth Circuit, however, vacated entry of summary judgment in the defendant’s favor. Re​view​ing the district court’s applica​tion of the patent bargain model, the appellate court con​cluded that there was no neces​sary barrier to the trade dress pro​tection of a design covered by the claims of a utility patent.  Rather, not only was the func​tion​ality of the under​lying design the proper in​quiry, the ex​istence of a utility patent did not, as the district court had con​cluded, create a pre​sumption of functionality.  See 200 F.3d at 938-41,  Hav​ing thus framed the relevant question, the Sixth Cir​cuit then gave the plaintiff’s prior claims of utility little weight in de​ter​min​ing that a factual dispute precluded a finding of func​tionality as a matter of law.  In substantial part, this hold​ing resulted from the court’s acceptance of the plain​tiff’s argu​ment that the defendant easily could have designed around the rela​tively narrow category of material falling within the pat​ent’s scope.  Id. at 940.

(

f SEQ lvl6 \* alphabetic \* MERGEFORMAT )
The Supreme Court reversed in an opinion that wholly ignored the Court’s past statements of the patent bargain model and instead adopted the functionality model as the appropriate standard. Noting that the owners of trade dresses not registered with the U.S. Patent and Trademark Office bore the burden of demonstrating the nonfunctionality of their designs, see 15 U.S.C. § 1125(a)(3) (2000), the Court concluded that, rather than the contents of a utility patent serving as a contract that placed the subject matter of the patent into the public domain,

[a] utility patent is strong evidence that the features therein claimed are functional.  If trade dress protection is sought for those features the strong evidence of functionality based on the previous patent add weight to the statutory presumption that features are deemed functional until proved otherwise by the party seeking trade dress protection.  Where the expired patent claimed the features in question, one who seeks to establish trade dress protection must carry the heavy burden of showing that the feature is not functional, for instance by showing that it is merely an ornamental, incidental or arbitrary aspect of the device.

121 S. Ct. at 1260.

(
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According to the Court, the Sixth Circuit had erred by focusing on whether the design in question was competitively necessary.  Although acknowledging that some of its prior authority had suggested that competitive necessity was an appropriate test for functionality,  the Court denied that its past observations on the subject had been intended to serve as a “comprehensive definition” of func​tionality.  See 121 S. Ct. at 1261-62.  Rather, it now clarified, competitive necessity was relevant only to the inquiry into whether the trade dress in question was aesthetically functional.  Where alle​ga​tions of utilitarian functionality were concerned, “a feature is . . . functional when it is essential to the use or purpose of the device or when it affects the cost or quality of the device.”  Id. at 1261.

(

h SEQ lvl6 \* alphabetic \* MERGEFORMAT )
Applying this rule to the facts before it—and with​out reference to the standard of review it was apply​ing—the Court focused exclusively on the plain​tiff’s utility patents.  The Court did not invoke the patents’ claims, however, but instead looked to their specifications.  Noting the specifications’ averments of utilitarian  superiority over competitive designs, the Court concluded that “[u]sing a dual-spring design rather than a single spring achieves important operational advantages.”  Id. The Court buttressed this conclusion by referring to statements made by the plaintiff’s predecessor during the prosecution of his patent applications that the design was cost-effective as well:  “These statements made in the patent applications and in the course of procuring the patents demonstrate the functionality of the design.”  Id.  Finally, the Court noted that the defendant’s characterization of the plaintiff’s claims was supported by the plaintiff’s own position in its earlier litigation against the third party infringer.  See id.

(

i SEQ lvl6 \* alphabetic \* MERGEFORMAT )
Significantly, the Court did allow for the possibility of a patentee distinguishing its past averments:

In a case where a manufacturer seeks to protect arbitrary, incidental, or ornamental aspects of features found in the patent claims, such as arbitrary curves in the legs or an ornamental pattern painted on the springs, a different result might obtain.  There the manufacturer could perhaps prove that those aspects do not serve a purpose within the terms of the utility patent.  The inquiry into whether such features, asserted to be trade dress, are functional by reason of their inclusion in the claims of an expired utility patent could be aided by going beyond the claims and examining the patent and its prosecution history to see if the feature in question is shown as a useful part of the invention.

As the Court concluded, “[n]o such claim is made here, however.”  Id. at 1262.

(
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The Trademark Trial and Appeal Board has held that the probative nature of utility patents to the functionality inquiry is not limited to patents secured by the trade dress claimant:

Contrary to applicant’s arguments, the fact that the applicant is not the owner of the utility patents . . . is not a proper basis for their exclusion as evidence in this appeal.  These documents were not submitted to show that applicant has made statements in a patent application with regard to the functional advantages of her product which were inconsistent with statements in her trademark application.  Instead, the patents were submitted to show that the features of the design configuration applicant seeks to register as a trademark provide functional advantages.  The key is not who owns the patents, but rather what they disclose.

In re Virshup, 42 U.S.P.Q.2d 1403, 1405 (T.T.A.B. 1997).

(
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In Zip Dee, Inc. v. Dometic Corp., 931 F. Supp. 602 (N.D. Ill. 1996), the plaintiff sought trade dress protection for “the ‘over​all configuration of a slatted cover for an awning on a recreational vehicle,’” which the defendant claimed was wholly encompassed by the disclosure of an expired utility patent.  The claim in question in Zip Dee was a dependent, rather than independent, one, and the court held this distinction suf​ficient to prevent the patent from dis​quali​fying the configuration for trade dress pro​tec​tion:

[W]here as here the product con​figura​tion is not imbedded within the princi​pal claim of the patent, being found instead only in a dependent claim or claims, [it may not be dis​posi​tive]. After all, such secondary placement means that even during the life of the patent the entire world is able to use the product configuration in every way except in linkage with the subject matter of the principal claim. . . .


Hence disclosing a product con​figur​ation as a de​pendent claim says nothing per se . . . .

Id. at 615-16.



b SEQ lvl4 \* alphabetic \* MERGEFORMAT )
The Existence of a Design Patent Covering the Con​fig​ura​tion

btc ")
The Existence of a Design Patent Covering the Con​fig​ura​tion" \f C \l 4

In contrast to the significance of a utility patent to trade dress functional​ity, the proper weight to be accorded a design patent has received far less attention.

(

1 SEQ lvl5 \* Arabic \* MERGEFORMAT )
Because of the presumption of nonfunc​tionality adhering to a de​sign patent, at least one C.C.P.A. opinion has suggested that a de​sign patent covering a configuration is dispositive evidence of non​func​tionality in the trade dress case.  See In re Morton-Norwich Prods. Inc., 671 F.2d 1332, 1342 n.3 (C.C.P.A. 1982); see also Topps Co. v. Gerrit J. Verburg Co., 1996 U.S. Dist. LEXIS 18556, at *26 (S.D.N.Y. 1996).

(
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In a later case, however, the Federal Circuit suggested that issu​ance of a design patent does not necessarily render the covered con​​figuration nonfunc​tional for trade dress purposes.  See In re R.M. Smith, 734 F.2d 1482, 1485 (Fed. Cir. 1984); see also Lamps Plus Inc. v. Home Depot USA Inc., 57 U.S.P.Q.2d 1311, 1313 (C.D. Cal. 1999); Krueger Int’l, Inc. v. Nightin​gale Inc., 915 F. Supp. 595, 605 (S.D.N.Y. 1996); In re Am. Nat’l Can Co., 41 U.S.P.Q.2d 1842, 1843 (T.T.A.B. 1997).

(
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Whatever its significance as evidence of nonfunc​tion​ality, it is apparent that a design patent is in no way probative of the func​tionality of the covered configuration.  See In re World’s Finest Chocolate, Inc., 474 F.2d 1012, 1015 (C.C.P.A. 1973) (“The mere existence of design patent rights is inde​pen​dent of, and immaterial to, the ownership of trademark rights.”).
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(
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This test has its origins in the original Restatement of Torts’ rule that “[w]hen goods are bought largely for their aesthetic value, their features may be functional because they definitely contribute to that value and thus aid the performance of an object for which the goods are intended.”  Restatement of Torts § 742, cmt. a (1938).  The Supreme Court appears to have endorsed the possibility of a finding of functionality under this theory in TrafFix Devices, Inc. v. Marketing Displays, Inc., 121 S. Ct. 1255 (2001), and Wal-Mart Stores, Inc. v. Samara Bros., 120 S. Ct. 1339 (2000).

(
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The modern formulation of this factor stems from the Ninth Cir​cuit’s opinion in Pagliero v. Wallace China Co., 198 F.2d 339 (9th Cir. 1952), in which the court denied relief in part on the theory that “[i]f the particular feature is an important ingredi​ent in the commer​cial success of the product, the interest in free competi​tion permits its imitation in the absence of a patent or copy​right.”  Id. at 343.

(
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Pagliero and the “aesthetic functionality” doctrine it spawned came under increasing attack in the 1980s and early 1990s.  See, e.g., Villeroy & Boch Keramische Werke K.G v. THC Sys., 999F.2d 619 (2d Cir. 1993).  Thus, the majority rule under current law is that “[f]eatures that contribute to the commercial success of a product are not thereby necessarily classified as functional.”  Pebble Beach Co. v. Tour 18 I Ltd., 155 F.3d 526, 538 (5th Cir. 1998).

(
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Nevertheless, the “important ingredient” test has undergone a resurrec​tion of sorts in recent product configuration cases.

(
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According to one product configuration opinion in refusing to extend relief:

“[I]f the particular feature is an im​por​tant ingredient in the commer​cial suc​cess of the product, the inter​est[] in free competition per​mits . . . its imi​ta​tion in the absence of a patent or copy​right.  On the other hand, where the feature or, more aptly, des​ign, is a mere arbi​trary embellishment, a form of dress for the goods primarily adopted for purpos​es of identifi​ca​tion and individuality and, hence, unrelated to basic consumer demand in connection with the prod​uct, [it is nonfunctional].”

Swisher Mower & Mach. Co. v. Haban Mfg., Inc., 931 F. Supp. 645, 648 (W.D. Mo. 1996) (quoting Aroma​tique, Inc. v. Gold Seal, Inc., 28 F.3d 863, 873 (8th Cir. 1994) (per curiam)).

(
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Indeed, courts have once again begun to apply this factor in a manner that, for all practical purposes, has resurrected the “aesthe​tic func​tion​ality” doctrine.  See, e.g., Land​scape Forms, Inc. v. Colum​bia Cascade Co., 70 F.3d 251, 253-255 (2d Cir. 1995); Bruns​wick Corp. v. Brit​ish Seagull Ltd., 35 F.3d 1527, 1531 (Fed. Cir. 1994); Wallace Int’l Sil​ver​smiths, Inc. v. Godinger Silver Art Co., 916 F.2d 76, 80-81 (2d Cir. 1990); see also Restatement (third) of Unfair Com​petition § 17 cmt. c (1995) (a design is func​tional if its aesthetic value lies in its ability to “confe[r] a sig​ni​fi​cant benefit that cannot practi​cally be duplicated by the use of alternative designs”).

(
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The aesthetic functionality doctrine may apply with greatest force in replacement markets, in which compatibility with the plaintiff’s products may be competitively necessary.  See, e.g., In re Polk’s Model Craft Hobbies Inc., 40 U.S.P.Q.2d 1711, 1724 (Bankr. D.N.J. 1995).  But see L.D. Kichler Co. v. Davoil Inc., 192 F.3d 1349 (Fed. Cir. 1999).
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(
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In TrafFix Devices, Inc. v. Marketing Displays, Inc., 121 S. Ct. 1255 (2001), the Supreme Court suggested that if a feature is functional in the utilitarian sense, then there is no need to examine whether alternative designs are available to the defendant.  See id. at 1262.

(
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Nevertheless, lower courts historically have found the existence of alternative designs proba​tive of the nonfunctionality of a particular con​figura​tion.  See, e.g., Clamp Mfg. Co. v. Enco Mfg. Co., 870 F.2d 512, 516 (9th Cir. 1989); Brandir Int’l, Inc. v. Cascade Pac. Lumber Co., 834 F.2d 1142 (2d Cir. 1987); Sturm, Ruger & Co. v. Arcadia Mach. & Tool Inc., 10 U.S.P.Q.2d 1522, 1524-25 (C.D. Cal. 1988); Pebble Beach Co. v. Tour 18 I, Ltd., 936 F. Supp. 1299, 1342 (S.D. Tex. 1996), aff’d as modified, 155 F.3d 526 (5th Cir. 1998); Body Support Sys., Inc. v. Blue Ridge Tables, Inc., 934 F. Supp. 749, 755 (N.D. Miss. 1996); Zip Dee, Inc. v. Dometic Corp., 931 F. Supp. 602, 613 (N.D. Ill. 1996); Polaris Pool Sys., Inc. v. Letro Prods., Inc., 886 F. Supp. 1513, 1516 (C.D. Cal. 1996); Eldon Indus. v. Rubber​maid, Inc., 735 F. Supp. 786, 822-23 (N.D. Ill. 1990); In re Certain Vacuum Bottles & Components Thereof, 219 U.S.​P.Q. 637, 648 (U.S.I.T.C. 1982).  This is par​ticularly true if the alternative designs are cheaper to produce than the plaintiff’s claimed trade dress.  See, e.g., Sunbeam Prods., Inc. v. West Bend Co., 39 U.S.P.Q.2d 1545, 1550 (S.D. Miss. 1996), aff’d, 123 F.3d 246 (5th Cir. 1997); In re Honeywell Inc., 8 U.S.P.Q.2d 1600, 1604 (T.T.A.B. 1988).

(
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By the same token, where alternative designs are not available, this factor may support a finding of func​tion​ality.  See Merchant & Evans v. Roosevelt Bldg. Prods. Co., 963 F.2d 628, 634-35 (3d Cir. 1992); In re Bose Corp., 772 F.2d 866, 872 (Fed. Cir. 1985); New England Butt Co. v. Int’l Trade Comm’n, 756 F.2d 874, 878 (Fed. Cir. 1985).  More​over, a plain​tiff’s demons​tra​tion of alter​native designs may not necessarily carry the day:

(
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A plaintiff’s proffered alternative designs must indeed be alternative, e.g., distinguishable from the ori​ginal.  See, e.g., Ark Plas Prods., Inc. v. Value Plastics, Inc., 913 F. Supp. 1246, 1251 (W.D. Ark. 1996); Greenhouse Sys., Inc. v. Carson, 37 U.S.P.Q.2d 1748, 1754 (T.T.A.B. 1995); In re Lincoln Diagnostics, Inc., 30 U.S.P.Q.2d 1817, 1824 (T.T.A.B. 1994).

(
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The alternative designs must work as well, and at an equiv​alent cost, as that of the plaintiff to support a finding of nonfunc​tionality.  Tex​tron, Inc. v. United States Int’l Trade Comm’n, 753 F.2d 1019, 1026 (Fed. Cir. 1985); see also Vaughan Novelty Mfg. Co. v. G.G. Greene Mfg. Corp., 202 F.2d 172, 176 (3d Cir. 1953); Continental Lab. Prods. Inc. v. Medax Int’l Inc., 114 F. Supp. 2d 992, 1014 (S.D. Cal. 2000); In re Pingel Enters., 46 U.S.P.Q.2d 1811, 1819 n.9 (T.T.A.B. 1998).

(
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“A finding of de jure functionality does not require a total elimina​tion of competition.  It is suffi​​cient that the design [the trade dress claimant] seeks to [protect] is one of a few superior designs, or that the number of alterna​tive designs is limited.” Green​house Sys. Inc. v. Carson, 37 U.S.P.Q.2d 1748, 1754-55 (T.T.A.B. 1995); see also In re Bose Corp., 772 F.2d 866, 872 (Fed. Cir. 1985); In re Lincoln Diag​nostics Inc., 30 U.S.P.Q.2d 1817, 1824-25 (T.T.A.B. 1994).

(
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Finally, the alternative designs must have some sort of commercial viability:  Thus, a plaintiff will not be able to establish the nonfunctionality of its design by introducing speculative variations on the product in question that have never actually appeared in the marketplace.  See, e.g., Disc Golf Ass’n v. Champion Discs, Inc., 158 F.3d 1002, 1008-09 (9th Cir. 1998).
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(
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In Qualitex Co. v. Jacobson Prods. Co., 514 U.S. 159 (1995), the Supreme Court noted that a functional feature is one the “exclusive use of [which] would put competitors at a significant non-reputational disadvantage.”  Id. at 165.  In TrafFix Devices, Inc. v. Marketing Displays, Inc., 121 S. Ct. 1255 (2001), however, the Court suggested that this factor properly should be applied only in cases presenting claims of aesthetic functionality.  See id. at 1262.

(
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In denying registration to the color black for outboard engines, the Federal Circuit has suggested that the effect on competition is the overriding concern in the functionality inquiry.  See Bruns​wick Corp. v. British Seagull Ltd., 35 F.3d 1527, 1531 (Fed. Cir. 1994).

(
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Courts applying this analysis often resolve it by referring to the availability of alternative designs.  See, e.g., Bruns​wick Corp. v. Spinit Reel Co., 832 F.2d 513, 519 (10th Cir. 1987); Sno-Wizard Mfg., Inc. v. Eisemann Prods. Co., 791 F.2d 423, 426 n.3 (5th Cir. 1986).
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(
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A plaintiff whose advertising his​tori​cally has stressed the function​al advan​tages of its design is likely to face an uphill battle in establishing non​func​tionality.  See, e.g., Disc Golf Ass’n v. Champion Discs, Inc., 158 F.3d 1002, 1009 (9th Cir. 1998); Am. Greetings Corp. v. Dan-Dee Imports, Inc., 807 F.2d 1136, 1142 (3d Cir. 1986); New England Butt Co. v. Int’l Trade Comm’n, 756 F.2d 874, 878-79 (Fed. Cir. 1985); Fisher Stoves, Inc. v. All Nighter Stove Works, Inc., 626 F.2d 193, 195 (1st Cir. 1980); In re Polk’s Model Craft Hobbies Inc., 40 U.S.P.Q.2d 1711, 1724 (Bankr. D.N.J. 1995); In re Visual Communications Co., 51 U.S.P.Q.2d 1141, 1144 (T.T.A.B. 1999); In re Caterpillar Inc., 43 U.S.P.Q.2d 1335 (T.T.A.B. 1997); In re Babies Beat Inc., 13 U.S.P.Q.2d 1729, 1730 (T.T.A.B. 1990); see also In re Chesebrough-Pond’s, Inc., 224 U.S.P.Q. 967, 968 (T.T.A.B. 1984) (holding, in ex parte product packaging proceeding, that absence of functional claims in applicant’s ad​vertising weighed in favor of nonfunctionality).

(
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A plaintiff’s touting of the func​tionality of its product may not, how​ever, necessarily carry the day for a defendant, particularly at the summary judgment stage.  See, e.g., Zip Dee, Inc. v. Dometic Corp., 931 F. Supp. 602, 617 (N.D. Ill. 1996); Bloomfield Indus. v. Stewart Sand​wiches, Inc., 716 F. Supp. 380, 389-90 (N.D. Ind. 1989); see also Dogloo, Inc. v. Doskocil Mfg. Co., 893 F. Supp. 911, 919 (C.D. Cal. 1995); In re Sneakers With Fabric Uppers & Rubber Soles, 223 U.S.P.Q. 536, 541 (U.S.I.​T.C. 1983); In re Ovation Instruments, Inc., 201 U.S.P.Q. 116, 123 (T.T.A.B. 1978).
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(
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That a plaintiff intended to use its design as an indicator of origin from its inception may weigh in favor of a finding of nonfunc​tionality.  See, e.g., Truck Equip. Serv. Co. v. Fruehauf Corp., 536 F.2d 1210, 1218-19 (8th Cir. 1976).

(
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In contrast, a plaintiff’s apparent lack of interest in cultivating brand status for its configuration may support a finding of func​tionality.  See, e.g., Ohio Art Co. v. Lewis Galoob Toys, Inc., 799 F. Supp. 870, 886 (N.D. Ill. 1992); Meadowcraft, Inc. v. B.I. Indus., 226 U.S.P.Q. 244, 247 (N.D. Ala. 1985).
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(
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Where a plaintiff’s claimed trade dress is a direct result of an effi​cient manufacturing process, this factor will weigh in favor of a finding of func​tionality.  See, e.g., New England Butt Co. v. Int’l Trade Comm’n, 756 F.2d 874, 879 (Fed. Cir. 1985); In re Pollak Steel Co., 314 F.2d 566, 570 (C.C.P.A. 1963); In re Shakespeare Co., 289 F.2d 506, 508 (C.C.P.A. 1961); J.R. Clark Co. v. Murray Metal Prods. Co., 219 F.2d 313, 320 (5th Cir. 1955); Neiman Marcus Group v. Philippe Charriol Int’l Ltd., 56 U.S.P.Q.2d 1975, 1979 (S.D.N.Y. 2000); Meadowcraft, Inc. v. Compex Int’l Co., 47 U.S.P.Q.2d 1665, 1669 (N.D. Ga. 1998); Plastiques Anchor, Ltd. v. Quinn David Corp., 1992 U.S. Dist. LEXIS 12536, at *8-9 (N.D. Ill. 1992); In re Peters, 6 U.S.P.Q.2d 1390, 1392-93 (T.T.A.B. 1987).

(
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Likewise, that the plaintiff’s claimed trade dress is the result of efforts to conceal or mask commonplace unsightly aspects of its manufacturing process also will weigh in favor of a finding of functionality.  See, e.g., Schwinn Bicycle Co. v. Murray Ohio Mfg. Co., 470 F.2d 975, 977 (6th Cir. 1972).

(
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Finally, designs that are necessary to maintain efficiencies in the shipping process also may be found functional.  See, e.g., Meadowcraft, Inc. v. Compex Int’l Co., 47 U.S.P.Q.2d 1665, 1668-69 (N.D. Ga. 1998).
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(
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Consistent with the rule in the packaging context, see, e.g., AmBrit, Inc. v. Kraft, Inc., 812 F.2d 1531, 1538 (11th Cir. 1986), many courts have held that pro​tectable trade dress may be found in an overall product configuration even if the product itself is functional or includes cer​tain functional features.  See, e.g., Body Support Sys., Inc. v. Blue Ridge Tables, Inc., 934 F. Supp. 749, 754 (N.D. Miss. 1996); see also Pebble Beach Co. v. Tour 18 I Ltd., 155 F.3d 526, 538 (5th Cir. 1998) (“A collection of functional features in a product design does not necessarily make the collection of those features functional and therefore unprotectible.”);  Hartford House, Ltd. v. Hall​mark Cards, Inc., 846 F.2d 1268, 1272 (10th Cir. 1988) (“[T]he appropriate inquiry is not whether each individual feature of the trade dress is functional but whether the whole combination of features, taken together, is functional.”); Am. Greetings Corp. v. Dan-Dee Imports, Inc., 807 F.2d 1136, 1143 (3d Cir. 1986) (“[V]irtually every product is a com​bination of functional and nonfunc​tional features and a rule denying protection to any combination of features including a func​​tional one would emascu​late the law of trade dress infringement.”).  These courts therefore will not permit a defendant to dissect a plaintiff’s claimed trade dress into its component parts.

(
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The Federal Circuit and scattered courts in other jurisdictions have suggested that the presence of a single functional element will defeat a claim of trade dress pro​tection to an entire product con​figuration:  “[B]efore an overall product configuration can be recog​nized as a trade​mark, the entire design must be arbitrary or non de jure functional.”  Textron, Inc. v. United States Int’l Trade Comm’n, 753 F.2d 1019, 1025 (Fed. Cir. 1985); accord New En​gland Butt Co. v. Int’l Trade Comm’n, 756 F.2d 874, 877 (Fed. Cir. 1985); Petersen Mfg. Co. v. Cent. Pur​chasing, Inc., 740 F.2d 1541, 1550 (Fed. Cir. 1984); see also Clamp Mfg. Co. v. Enco Mfg. Co., 870 F.2d 512, 516 (9th Cir. 1989); Swisher Mower & Mach. Co. v. Haban Mfg., Inc., 931 F. Supp. 645, 649 (W.D. Mo. 1996); Ohio Art Co. v. Lewis Galoob Toys, Inc., 799 F. Supp. 870, 844-45 (N.D. Ill. 1992); Tenax Corp. v. Tensar Corp., 19 U.S.P.Q.2d 1881, 1889 (D. Md. 1991).
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Although in Two Pesos, the Supreme Court resolved the then-split in the circuits by holding that inherently distinctive trade dresses are entitled to protection immediately upon adoption, the Court declined to address the second question posed by the petition for certiorari in that case, namely “[w]hether a business may exercise a monopoly over a ‘trade dress’ virtually in toto of a combination of admittedly functional features on the ground that these features are combined in an ‘arbitrary’ fashion.”  Two Pesos, Inc. v. Taco Cabana, Inc., 502 U.S. 1071, 1071 (1992).  In the absence of guidance from the Court on the issue, the lower courts have reached divergent results.

(
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Under Second Circuit authority, the pro​tectability of trade dress “should be con​sidered along a continuum.  On one end, unique arrangements of purely functional features constitute a functional design.  On the other end, dis​tinctive and arbitrary arrangements of predominantly ornamental fea​tures . . . are non-functional and hence eli​gible for trade dress protection.”  Stormy Clime Ltd. v. ProGroup, Inc., 809 F.2d 971, 977 (2d Cir. 1987) (citations omitted); accord Fabrication Enters. v. Hygenic Corp., 64 F.3d 53, 59 (2d Cir. 1995); see also Dallas Cowboys Cheer​leaders, Inc. v. Pussycat Cinema, Ltd., 604 F.2d 200, 203 (2d Cir. 1979) (“Plaintiff does not claim a trademark in all clothing designed and fitted to allow free movement while performing cheerleading routines, but claims a trademark in the particular combination of colors and collocation of decorations that distin​guish plaintiff’s uniform from those of other squads.”).

(
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Under one district court opinion from the Fifth Circuit, “a particular arbitrary combination of functional figures, the combination of which is not itself func​tional properly enjoys protection.”  Sunbeam Prods., Inc. v. West Bend Co., 39 U.S.P.Q.2d 1545, 1550 (S.D. Miss. 1996), aff’d, 123 F.3d 246 (5th Cir. 1997). 

(
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The Ninth Circuit has at times adopted a less sympathetic approach to claims of nonfunctional combinations of individually functional elements.  See, e.g,, Rachel v. Banana Republic, Inc., 831 F.2d 1503, 1506  (9th Cir. 1987).  As the court has explained:


[The plaintiff] is correct that trade dress must be viewed as a whole, but where the whole is nothing other than the assemblage of functional parts, and where even the arrangement and combination of the parts is designed to result in superior performance, it is semantic trickery to say that there is still some sort of separate “overall appearance” which is non-functional.  If it is permissible to draw a distinction between such an object and its “general appearance,” then virtually nothing is utilitarian, and virtually the only product designs which could be copied faithfully are those which are widely used and therefore in the public domain.  Such a result would be wholly inconsistent with [the functionality doctrine].

Leatherman Tool Group v. Cooper Indus., 199 F.3d 1009, 1013 (9th Cir. 1999).

(
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In an application of Eleventh Circuit law, the Federal Circuit has held that a plain​tiff’s definition of its trade dress as con​sisting only of useful product features, and not combined in any arbitrary manner, will preclude a finding of nonfunctionality.  Elmer v. ICC Fabricating, Inc., 67 F.3d 1571, 1579-80 (Fed. Cir. 1995).
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In some cases the likelihood of confusion inquiry is relatively straightforward, with the same analysis used in the word mark context imported directly into the trade dress context.  Indeed, if rights to verbal marks are at issue, the results of the likelihood of confusion test in that context may be dispositive of the plaintiff’s trade dress claims as well.  See, e.g., Ross Bicycles, Inc. v. Cycles USA, Inc., 765 F.2d 1502, 1509 (11th Cir. 1985); Pebble Beach Co. v. Tour 18 I, Ltd., 942 F. Supp. 1513, 1561 (S.D. Tex. 1996), aff’d as modified, 155 F.3d 526 (5th Cir. 1998).  Nevertheless, the doctrine used in some jurisdiction to evaluate whether confusion is likely between two product configurations has increasingly departed from the test for infringement of word marks, including emphasis on:



1 SEQ lvl3 \* Arabic \* MERGEFORMAT .
The Significance of Product Similarity

1tc ".
The Significance of Product Similarity" \f C \l 3



a SEQ lvl4 \* alphabetic \* MERGEFORMAT )
In many jurisdictions, a finding of likely confusion may not be based solely on an alleged similarity among products.  See Litton Sys., Inc. v. Whirlpool Corp., 728 F.2d 1423, 1446 (Fed. Cir. 1984); Unital, Ltd. v. Sleepco Holdings, Ltd., 627 F. Supp. 285, 292 (W.D. Wash. 1985); Meadowcraft, Inc. v. B.I. Indus., 226 U.S.P.Q. 244, 247 (N.D. Ala. 1985); see also Coach Leatherware Co. v. AnnTaylor, Inc., 933 F.2d 162, 169 (2d Cir. 1991) (“Similarity in overall appearance alone cannot establish source confusion as a matter of law.”).  As the Third Circuit has explained:

Unlike in trade mark or product packaging trade dress cases . . . a finding of substantial similarity of trade dress in a product configuration does not by itself strongly suggest a likelihood of confusion.  Consumers have grown accustomed to relying on trademarks as trustworthy indicators of the source of the product: that is the point of a trademark.



. . . .


In a product configuration trade dress infringement case, by contrast, consumers do not have to rely on a potentially distinctive configuration to identify the source of the product; rather, they can generally look to the packaging, trademarks, and advertising used to market the product, which are typically much less ambiguous.  Consumers therefore have less need, and so are less likely, to rely on a product configuration as an indicator of the product’s source.  Accordingly, they are much less likely to be confused as to the sources of two products with substantially similar configurations.

Versa Prods. Co. v. Bifold Co. (Mfg.) Ltd., 50 F.3d 189, 202-03 (3d Cir. 1995) (footnote omitted).
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Nevertheless, as in the word mark context, product similarity may weigh in favor of a finding that confusion is likely.  See Ferrari S.P.A. Esercizio Fabriche Automobili E Corse v. Roberts, 944 F.2d 1235, 1243 (6th Cir. 1991); Sunbeam Prods., Inc. v. West Bend Co., 39 U.S.P.Q.2d 1545, 1552 (S.D. Miss. 1996), aff’d, 123 F.3d 246 (5th Cir. 1997); Nabisco Brands, Inc. v. Conusa Corp., 722 F. Supp. 1287, 1293 (M.D.N.C.), aff’d without op., 892 F.2d 74 (4th Cir. 1989).
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Some courts have held that evidence of a defen​dant’s intentional copying of a plaintiff’s con​figura​tion weighs in favor of likely confusion.   For example, in upholding a finding of infringement in Samara Bros. v. Wal-Mart Stores, Inc., 165 F.3d 120 (2d Cir. 1998), rev’d on other grounds, 120 S. Ct. 1339 (2000), the Second Circuit observed that:

In our view, the extent of the copying coupled with the intent to copy demonstrates the intent to deceive customers. . . .  [C]lose similarity of trade dress in a plethora of detail raises a serious question of copying and intent to confuse customers.  In such a situation, all heads turn to the defendant to hear some explanation.  The extensive copy​ing here reveals [the defendant’s] intent to take the Samara product line as its own, drawing customers to the [products] under the pretense that they were [the plaintiff’s].

Id. at 128 (internal quotation marks and citation omitted); see also Imagineering, Inc. v. Van Klassens, Inc., 53 F.3d 1260, 1265 (Fed. Cir. 1995); Ferrari S.P.A. Esercizio Fabriche Automobili E Corse v. Roberts, 944 F.2d 1235, 1242 (6th Cir. 1991); Bauer Lamp Co. v. Shaffer, 941 F.2d 1165, 1172 (11th Cir. 1991) (per curiam); Perfect Fit Indus. v. Acme Quilt Co., 618 F.2d 950, 954 (2d Cir. 1980); Master​crafters Clock & Radio Co. v. Vacheron & Constantin-LeCoultre Watches, Inc., 221 F.2d 464, 466-67 (2d Cir. 1955); P.E. Guerin, Inc. v. Nanz Custom Hardware, Inc., 45 U.S.P.Q.2d 1524, 1528-29 (S.D.N.Y. 1997); Sunbeam Prods., Inc. v. West Bend Co., 39 U.S.P.Q.2d 1545, 1552 (S.D. Miss. 1996), aff’d, 123 F.3d 246 (5th Cir. 1997); Empi, Inc. v. Iomed, Inc., 923 F. Supp. 1159, 1167-68 (D. Minn. 1996); Kurt S. Adler, Inc. v. World Bazaars, Inc., 897 F. Supp. 92, 98 (S.D.N.Y. 1995); Sturm, Ruger & Co. v. Arcadia Mach. & Tool Inc., 10 U.S.P.Q.2d 1522, 1529 (C.D. Cal. 1988); Haeger Potteries, Inc. v. Gilner Potteries, 123 F. Supp. 261, 268 (S.D. Cal. 1954).
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Other courts, however, have been less impressed with evidence that the defendant had before it some of the plaintiff’s goods when designing its own product.

(
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In the Fifth Circuit, “[i]ntent alone cannot establish a trade dress violation; [the plaintiff] must also prove a likelihood of confusion . . . .”  Blue Bell Bio-Medical v. Cin-Bad, Inc., 864 F.2d 1253, 1261 (5th Cir. 1989); see also Sno-Wizard Mfg., Inc. v. Eisemann Prods. Co., 791 F.2d 423, 428 (5th Cir. 1986).

(
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In the Third Circuit, “[i]n an action for unlawful imitation of product appearance, evi​dence of defendant’s intent does not re​lieve plaintiff of its burden of proving like​lihood of confusion by a preponderance of the evidence.”  Am. Home Prods. Corp. v. Barr Labs., 834 F.2d 368, 371 (3d Cir. 1987); see also Versa Prods. Co. v. Bifold Co. (Mfg.) Ltd., 50 F.3d 189, 206 (3d Cir. 1995) (re​jecting the theory that “a defendant’s in​tent to copy strongly supports an inference of like​lihood of confusion” because “the de​fen​dant’s intent standing alone . . . reveals little about the probable outcome of the de​fendant’s conduct”); Duraco Prods., Inc. v. Joy Plastic Enters., 40 F.3d 1431, 1453 (3d Cir. 1994) (“The inference of unfair com​pe​ti​tion will be even weaker where the copier takes conspicuous steps--whether in packag​ing, trade​mark, marketing techniques, or other​wise--to distinguish its product from its competitor’s.”); In re Polk’s Model Craft Hobbies, Inc., 40 U.S.P.Q.2d 1711, 1728 (Bankr. D.N.J. 1995) (no likelihood of confusion despite defendant’s admitted intentional copying).

(
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The Seventh Circuit also has rejected the proposition that intention​al copying creates an inference or presumption of confusion.  See Thomas & Betts v. Panduit Corp., 65 F.3d 654, 658 (7th Cir. 1995) (“[E]ffective competition and the penumbra of the patent laws require that competitors be able to slavishly copy the design of a successful product.”); see also Dorr-Oliver, Inc. v. Fluid Quip, Inc., 94 F.3d 376, 383 (7th Cir. 1996); Libman Co. v. Vining Indus., 69 F.3d 1360, 1363 (7th Cir. 1995); Schwinn Bicycle Co. v. Ross Bicycles, Inc., 870 F.2d 1176, 1183-84 (7th Cir. 1989).

(
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At least one district court has adopted the Restatement’s admoni​tion that “‘[a] like​li​hood of confusion should not be inferred from proof that the actor intentionally copied the other’s desig​na​tion if the actor acted in good faith under circumstances that do not otherwise indicate an intent to cause con​fusion or to deceive.’”  Shakespeare Co. v. Silstar Corp. of Am., 906 F. Supp. 997, 1010 (D.S.C. 1995) (quoting Restatement (Third) Of Un​fair Competition § 22(2) (1995)), aff’d, 110 F.3d 234 (4th Cir. 1997); see also West Point Mfg. Co. v. Detroit Stamping Co., 222 F.2d 581, 586 (6th Cir. 1955) (“Where the copying by one party of another’s product is not done to deceive purchasers and thus derive a benefit from another’s name and reputation, but rather to avail oneself of a design which is attractive and desirable, a case of unfair competition is not made out.”); Big Top USA, Inc. v. Wittern Group, 998 F. Supp. 30, 42 (D. Mass. 1998) (denying preliminary injunction in absence of intent to confuse); Tough Travelers, Inc. v. Outbound Prods., 989 F. Supp. 203, 215 (N.D.N.Y. 1997) (“It cannot automatically be inferred that intentionally copying a plaintiff’s trade dress is for the purpose of deceiving or confusing consumers as to the source of the product.”), aff’d without op., 165 F.3d 15 (2d Cir. 1998); Swisher Mower & Mach. Co. v. Haban Mfg., Inc., 931 F. Supp. 645, 652 (W.D. Mo. 1996) (summary judgment based in part on absence of intent to trade upon plain​tiff’s goodwill).
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At least one district court has discounted the significance of actual confusion testimony coming from nonconsumers of the products in question.  See Major Pool Equip. Co. v. Ideal Pool Corp., 203 U.S.P.Q. 577, 584 (N.D. Ga. 1979).
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The Federal Circuit, however, in an application of Second Cir​cuit law, has held that “[b]ecause dealers and experts are more sophisticated about the origins and sources of product[] lines than average consumers, their confusion is ‘highly probative on the question of whether a likelihood of confusion exists.’“  Imagineering, Inc. v. Van Klassens, Inc., 53 F.3d 1260, 1265 (Fed. Cir. 1995) (citation omitted).
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As is the case in the verbal mark context, see Foxworthy v. Custom Tees, Inc., 879 F. Supp. 1200, 1215 (N.D. Ga. 1995), initial consumer con​fu​sion may be actionable even if it does not result in actual purchasing deci​sions.  Under this theory, “all that is necessary is that [consumers] pur​chase the alleged infringer’s products after associ​ating . . . those products with the trade dress of a single, albeit anonymous source.”  Insty*Bit, Inc. v. Poly-Tech Indus., 95 F.3d 663, 671 (8th Cir. 1996).
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Modern post-sale confusion doctrine has its origins in Mastercrafters Clock & Radio Co. v. Vacheron & Constantin-LeCoultre Watches, Inc., 221 F.2d 464 (2d Cir. 1955), which upheld a finding of liability on evidence that “at least . . . some customers would buy [the counterclaim-defendants’] cheaper clock for the purpose of acquiring the prestige gained by displaying what many visitors at the customers’ homes would regard as a prestigious article.”  Id. at 466.
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At least in the context of infringement actions to protect federally registered trade dresses under section 32 of the Lanham Act, 15 U.S.C. § 1114, a textual basis exists for the post-sale confusion doctrine.  Specifically, although section 32(1)(a) until 1962 required confusion, mistake or deception by “purchasers as to source or origin of [the] goods and services,” this language was removed by Congress in an amendment that year.  In the wake of the deletion, courts began to hold any type of confusion actionable under this section, see, e.g., Rolls-Royce Motors Ltd.  v. A & A Fiberglass, Inc., 428 F. Supp. 689, 694 n.10 (N.D. Ga. 1977), and this doctrine eventually spread to cases hearing claims of infringement under section 43(a) of the Act.  See, e.g., Academy of Motion Picture Arts and Sciences v. Creative House Promotions, Inc., 944 F.2d 1446, 1455 (9th Cir. 1991); Lois Sportswear, U.S.A., Inc. v. Levi Strauss & Co., 799 F.2d 867, 872 (2d Cir. 1986).  As the Eighth Circuit has concluded of this expansion:

Although § 32 of the Lanham Act protects registered trademarks, rather than [unregistered] trade dress, the Supreme Court’s holding in Two Pesos that the same analyses apply to the protection of trademarks and trade dress under § 43(a) of the Act leads us to conclude that the likelihood of post-sale confusion may be considered in trade dress actions [under section 43(a)].

Insty*Bit, Inc. v. Poly-Tech Indus., 95 F.3d 663, 672 (8th Cir. 1996) (citing Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763, 774-76 (1992)).
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The Eighth and Federal Circuits have taken perhaps the most aggressive recent stance towards post-sale confusion.  According to each, “an action for . . . infringement may be based on confusion of consumers other than direct purchasers, including observers of an allegedly infringing product in use by a direct purchaser.”  Insty*Bit, Inc. v. Poly-Tech Indus., 95 F.3d 663, 672 (8th Cir. 1996); see also Payless Shoesource, Inc. v. Reebok Int’l Ltd., 998 F.2d 985, 989 (Fed. Cir. 1993).
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The possibility of post-sale confusion may be particularly significant if the plaintiff can demonstrate that consumers’ first exposure to the parties’ products occurs after the products have been removed from their pack​aging.  Insty*Bit, Inc. v. Poly-Tech Indus., 95 F.3d 663, 672 (8th Cir. 1996).
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Consistent with its hostility to the post-sale confusion doctrine in trade​mark infringement suits, see Nike, Inc. v. “Just Did It” Enters., 6 F.3d 1225, 1229 (7th Cir. 1993), the Seventh Circuit has recently adopted a hostile attitude towards alleged post-sale confusion in the trade dress context.  According to that court, the post-sale confusion doctrine is applicable only to actual potential consumers:

The proper examination is not whether some people viewing [the parties’ product con​figurations] in industry plants might be con​fused, but rather whether consumers in the market for [the prod​ucts] would be confused.



. . . .



. . .  We believe that, in the context of [an] in​dus​trial machine, the typical consumer will not assume that the two manufacturers are associated in some way.  Rather, where product configurations are at issue, con​sumers are generally more likely to think that a competitor has entered the market with a similar product.

Dorr-Oliver, Inc. v. Fluid-Quip, Inc., 94 F.3d 376, 382-83 (7th Cir. 1996); see also R.M. Smith, Inc. v. Collins Ltd., 219 U.S.P.Q. 465, 470 (W.D. Pa. 1983) (limiting likelihood of confusion analysis to point of sale and concluding that “[a] buyer not confused at [the] point of purchase . . . seems unlikely to become so after the [product] is in his possession”).
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In a case involving the configuration of men’s underwear, one court has suggested that the applicability of the post-sale confusion doctrine may turn on the degree to which the configuration in question may be publicly viewed following purchase.  See Munsingwear Inc. v. Jockey Int’l, Inc., 31 U.S.P.Q.2d 1146, 1150 (D. Minn.) (“[A]ny relevant consumer con​fusion will likely occur prior to sale, if at all . . . .  The inherently concealed nature of worn underwear diminishes the concern for post-sale confusion . . . .”), aff’d, 39 F.3d 1184 (8th Cir. 1994).



5 SEQ lvl3 \* Arabic \* MERGEFORMAT .
The Effects of Labeling on the Likelihood of Confusion

5tc ".
The Effects of Labeling on the Likelihood of Confusion" \f C \l 3



a SEQ lvl4 \* alphabetic \* MERGEFORMAT )
Many courts have suggested that a defendant’s labeling of its product configuration with its own name will preclude confusion:

The most common and effective means of apprising intending pur​chasers of the source of goods is a prominent disclosure on the container, package, wrapper, or label of the manufacturer’s or trader’s name . . . [and when] that is done, there is no basis for a charge of unfair competition.

Versa Prods. Co. v. Bifold Co. (Mfg.) Ltd., 50 F.3d 189, 203 (3d Cir. 1995) (quotations and citation omitted); see also Syndicate Sales, Inc. v. Hampshire Paper Corp., 192 F.3d 633, 638 (7th Cir. 1999); L.A. Gear, Inc. v. Tom McAn Shoe Co., 988 F.2d 1117, 1134 (Fed. Cir. 1993); Braun Inc. v. Dynamics Corp. of Am., 975 F.2d 815, 828 (Fed. Cir. 1992); Blue Bell Bio-Medical v. Cin-Bad, Inc., 864 F.2d 1253, 1260 n.9 (5th Cir. 1989); Keene Corp. v. Paraflex Indus., 653 F.2d 822, 827-28 (3d Cir. 1981); Bose Corp. v. Linear Design Labs., 467 F.2d 304, 309 (2d Cir. 1972); Yankee Candle Co. v. Bridgewater Candle Co., 99 F. Supp. 2d 140, 156 (D. Mass. 2000); Winner Int'l LLC v. Omori Enters., 60 F. Supp. 2d 62, 70 (S.D.N.Y. (1999); Ann Howard Designs, L.P. v. S. Frills, Inc., 992 F. Supp. 688, 691 (S.D.N.Y. 1998);  Tough Traveler, Ltd. v. Outbound Prods., 989 F. Supp. 203, 216 (N.D.N.Y. 1997), aff’d, 165 F.3d 15 (2d Cir. 1998); Swisher Mower & Mach. Co. v. Haban Mfg., Inc., 931 F. Supp. 645, 651-52 (W.D. Mo. 1996); Meadowcraft, Inc. v. B.I. Indus., 223 U.S.P.Q. 244, 247-48 (N.D. Ala. 1985); R.M. Smith, Inc. v. Collins Ltd., 219 U.S.P.Q. 465, 470 (W.D. Pa. 1983); In re Polk’s Model Craft Hobbies Inc., 40 U.S.P.Q.2d 1711, 1727 (Bankr. D.N.J. 1995).

(
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The origins of this rule perhaps lie in then-Chief Justice Holmes’ 1901 observation that “the plaintiff’s right can be protected sufficiently by requiring the defendant’s [products] to be clearly marked so as to indicate unmistakably that they are the defendant’s and not the plaintiff’s goods.”  Flagg Mfg. Co. v. Holway, 59 N.E. 667, 667 (Mass. 1901).  The United States Supreme Court has expressed a similar view in Kellogg Co. v. Nat’l Biscuit Corp., 305 U.S. 111 (1938), in which it held that the only obligation a defendant has is to “identify its own product lest it be mistaken for that of the plaintiff.”  Id. at 119.

(
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The Seventh Circuit recently has suggested that allowing a de​fen​dant’s labeling to preclude confusion is necessary to preclude a conflict between utility patent and trade dress law.  See Dorr-Oliver, Inc. v. Fluid-Quip, Inc., 94 F.3d 376, 383 (7th Cir. 1996) (“One way in which courts have avoided the potential conflict between trademark and patent laws as applied to product con​figura​tions is by finding that, in the case of a high-priced, single-purchase product, there is generally no likelihood of confusion when the manufacturer’s name is clearly displayed on the product.



b SEQ lvl4 \* alphabetic \* MERGEFORMAT )
Other courts have been less receptive to defen​dants’ claims of adequate labeling.

(
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At least one district court has concluded that “[d]isplay of the infringer’s name . . . is least likely to avoid confusion when the infringement involves the design of the item itself and not the package or the tradename.”  T & T Mfg. Co. v. A.T. Cross Co., 449 F. Supp. 813, 822-23 (D.R.I.), aff’d, 587 F.2d 533 (1st Cir. 1978); see also Sturm, Ruger & Co. v. Arcadia Mach. & Tool, Inc., 10 U.S.P.Q.2d 1522, 1530 (C.D. Cal. 1988) (“In this case, labelling is particularly ineffective for avoiding confusion because the appropriated trademark is so large and prominent, namely the product itself.”).

(
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The Eighth Circuit in particular has taken a dim view of defen​dants’ attempts to claim labeling as a defense.

(
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In one case, the court has held that packaging clearly iden​tifying the defendant as the producer of the allegedly in​fringing item is rele​vant only to the issue of point-of-sale con​fu​sion.  Insty*Bit, Inc. v. Poly-Tech Indus., 95 F.3d 663, 671 (8th Cir. 1996).  Under this holding, the possi​bility of post-sale confusion is enough to prevent entry of summary judgment in the defendant’s favor based on its labeling prac​tices.  Id.
(
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In Truck Equip. Serv. Co. v. Frue​hauf Corp., 536 F.2d 1210 (8th Cir. 1976), the court upheld a finding of liability in part on the ground that the defen​dant’s labeling had exacerbated the like​lihood of con​fusion by generating rumors that the defen​dant had purchased the plain​tiff.  Id. at 1221.

(
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Another court has rejected a defendant’s attempt to rely upon disclaimers as inadequate to preclude confusion:


There are many practical difficulties with relying upon disclaimers.  It is virtually impossible to enforce the actual display of point of sale disclaimers at the point of retail sale where, as here, the defendant manufacturer does not own the retail outlet and has no direct control over the manner in which the retailer displays its product.  The retailer may remove all disclaimers before displaying the product.  More significantly, no one can prevent the customer from removing the disclaimer as soon as he gets the product home.

Sturm, Ruger & Co. v. Arcadia Mach. & Tool, Inc., 10 U.S.P.Q.2d 1522, 1527 (C.D. Cal. 1988).

(
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Even if a court is otherwise predisposed to hold that labeling may dispel confusion, a defendant’s failure to identify itself promi​nently may result in a finding that confusion is likely.  See, e.g., Liquid Glass Enters. v. Porsche AG, 8 F. Supp. 2d 398, 404 n.4 (D.N.J. 1998); Body Support Sys., Inc. v. Blue Ridge Tables, Inc., 934 F. Supp. 749, 757 (N.D. Miss. 1996); see also Ferrari S.P.A. Esercizio Fabriche Automobili E Corse v. Roberts, 944 F.2d 1235, 1248 (6th Cir. 1991) (labeling insufficient where all other factors favored finding of likely confusion); Nabisco Brands, Inc. v. Conusa Corp., 722 F. Supp. 1287, 1293 (M.D.N.C.) (labeling on candy insufficient in light of evidence that “it is difficult to actually discern what lettering is on the candies, and it is highly unlikely that any consumer would make such an examination before popping a candy into his or her mouth”), aff’d without op., 892 F.2d 74 (4th Cir. 1989).
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The Federal Circuit, applying Eighth Circuit law to determine that the defendant’s labeling in the case before it was in fact adequate, has taken somewhat of an intermediate approach:

The legal effect of labeling a product with the manufacturer’s name depends or may depend on both the prominence of the label and the type of product.  There may be, and doubtless are, products whose consumers would take little notice of a maker’s name or dis​re​gard a name plainly evident to the buyer’s eye.



. . . .


As in many areas of law, there can be no “bright line.”

Litton Sys., Inc. v. Whirlpool Corp., 728 F.2d 1423, 1446-67 (Fed. Cir. 1984); see also Black & Decker v. N. Am. Philips Corp., 632 F. Supp. 185, 193 (D. Conn. 1986) (“While labeling by itself may not in every case be sufficient to overcome the likelihood of confusion, other factors, such as the prominence of the label, the type of product involved, the cost of the product and the level of sophistication of the buyers may support the strength of the label in avoiding confusion.”); Haeger Potteries, Inc. v. Gilner Potteries, 123 F. Supp. 261, 268 (S.D. Cal. 1954) (finding placement of defendant label on bottom of product inadequate to prevent confusion).
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In upholding a jury verdict of infringement, the Seventh Circuit has held that a defendant’s past private labeling practices may weigh against the ability of that party to dispel possible confusion through the use of a label clearly identifying itself.  See Badger Meter, Inc. v. Grinnell Corp., 13 F.3d 1145, 1152 (7th Cir. 1994).
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The Third Circuit has rejected the private labeling phenomenon as pro​ba​tive of likely confusion:

Where product configurations are at issue, consumers are not gen​erally likely to jump to the “private labelling” conclusion . . . .  Rather, as in situations like the present one, consumers generally are more likely to conclude, quite reasonably, that a competitor has entered the market with a substantially identical product.

Versa Prods. Co. v. Bifold Co. (Mfg.) Ltd., 50 F.3d 189, 215 (3d Cir. 1995); see also Swisher Mower & Mach. Co. v. Haban Mfg., Inc., 931 F. Supp. 645, 649 (W.D. Mo. 1996) (rejecting plaintiff’s attempted reliance on private labeling practices).
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Some early trade dress cases involving product packaging questioned the applicability of antidilution statutes to trade dress claims.  See, e.g., Olay Co. v. Coco​Care Prods., Inc., 218 U.S.P.Q. 1028, 1044 (S.D.N.Y. 1983) (denying relief under New York statute on ground that “[t]he statute . . . speaks in terms of ‘[l]ike​li​hood of injury to business reputation or of dilution of the distinctive quality of a mark or trade name,’ not in terms of trade dress”).  For the most part, however, the application of dilution doctrine to protect packaging trade dress is now fairly routine.  See, e.g., Merriam-Webster, Inc. v. Random House, Inc., 35 F.3d 65, 73 (2d Cir. 1994) (applying New York law); Robarb v. Pool Builders Supply, 21 U.S.P.Q.2d 1743, 1754-55 (N.D. Ga. 1991) (applying Georgia law).



2 SEQ lvl3 \* Arabic \* MERGEFORMAT .
Although the issue has not been the subject of many reported cases, some courts largely have assumed without extensive analysis that both state and federal anti​dilu​tion legislation applies to product configuration trade dresses.  See, e.g., Nabisco, Inc. v. PF Brands, Inc., 191 F.3d 208, 214 (2d Cir. 1999) (federal statute); Pebble Beach Co. v. Tour 18 I, Ltd., 936 F. Supp. 1299, 1354 (S.D. Tex. 1996) (Texas statute), aff’d as modified, 155 F.3d 526 (5th Cir. 1998); see also Liquid Glass Enters. v. Porsche AG, 8 F. Supp. 2d 398, 404-05 (D.N.J. 1998) (federal statute); Sunbeam Prods., Inc. v. West Bend Co., 39 U.S.P.Q.2d 1545, 1555 (S.D. Miss. 1996) (federal statute), aff’d on other grounds, 123 F.3d 246 (5th Cir. 1997); Ferrari S.p.A. Esercizio Fabbriche Automobili e Corse v. McBurnie, 11 U.S.P.Q.2d 1843 (S.D. Cal. 1989) (California statute).



3 SEQ lvl3 \* Arabic \* MERGEFORMAT .
In I.P. Lund ApS v. Kohler Co., 163 F.3d 27 (1st Cir. 1998), however, the First Circuit questioned in dictum whether dilution protection of product designs might be subject to “constitutional constraints.”  Id. at 50.  A concurring opinion went further:  In the absence of a showing of likely confusion, “it is a difficult constitutional question whether protecting the investment [of a product configuration owner] can outweigh the public interest in replication . . . .”  Id. at 53 (Boudin, J., concurring).



4 SEQ lvl3 \* Arabic \* MERGEFORMAT .
The Lund court also suggested in dictum that the federal dilution statute ordinarily will not apply in cases involving competing products.  Id. at 49. Ultimately, however, the court concluded that “[i]t is possible that Congress did not really envision protection for product design from dilution by a competing product under the FTDA, but the language it used does not permit us to exclude such protection categorically and rare cases can be imagined.”  Id. at 50.



5 SEQ lvl3 \* Arabic \* MERGEFORMAT .
In contrast to the practice of some courts in the infringement context that have concluded that a defendant’s labeling or disclaimers will preclude liability, at least one court has concluded “disclaimers will never remedy dilution because consumer confusion is irrelevant in establishing a dilution claim.”  Liquid Glass Enters. v. Porsche AG, 8 F. Supp. 2d 398, 405 n.5 (D.N.J. 1998).

APPENDIX:

NOTEWORTHY PRODUCT DESIGN TRADE DRESS CASES
Goods
Case




Animal reproductions
Rachel v. Banana Republic, Inc., 831 F.2d 1503 (9th Cir. 1987)




Ashtrays
Haeger Potteries, Inc. v. Gilner Potteries, 123 F. Supp. 261 (S.D. Cal. 1954)




Automobiles
Chrysler Corp. v. Silva, 118 F.3d 56 (1st Cir. 1997)





Ferrari S.P.A. Esercizio Fabriche Automobili E. Corse v. Roberts, 944 F.2d 1235 (6th Cir. 1991)





Chrysler Corp. v. Vanzant, 44 F. Supp. 2d 1062 (C.D. Cal. 1999





Liquid Glass Enters. v. Porsche AG, 8 F. Supp. 2d 398 (D.N.J. 1998)





Ferrari S.P.A. v. McBurnie, 11 U.S.P.Q.2d 1843 (S.D. Cal. 1989)





Rolls-Royce Motors Ltd. v. A & A Fiberglass, Inc., 428 F. Supp. 689 (N.D. Ga. 1977)




Automobile anti-theft devices
Winner Int'l LLC v. Omori Enters., 60 F. Supp. 2d 62 (E.D.N.Y. 1999)




Automobiles, toy
Warner Bros. v. Gay Toys, Inc., 724 F.2d 327 (2d Cir. 1983)





Processed Plastic Co. v. Warner Communications, Inc., 675 F.2d 852 (7th Cir. 1982)




Baby bottles
In re Babies Beat, Inc., 13 U.S.P.Q.2d 1729 (T.T.A.B. 1990)




Bag closures
In re Kwic Lok Corp., 217 U.S.P.Q. 1245 (T.T.A.B. 1983)




Bicycles
Schwinn Bicycle Co. v. Ross Bicycles, Inc., 870 F.2d 1176 (7th Cir. 1989)





Ross Bicycles, Inc. v. Cycles USA, Inc., 765 F.2d 1502 (11th Cir. 1985)





Schwinn Bicycle Co. v. Murray Ohio Mfg. Co., 339 F. Supp. 973 (M.D. Tenn. 1971), aff’d, 470 F.2d 975 (6th Cir. 1972)




Bicycle racks
Brandir Int’l, Inc. v. Cascade Pac. Lumber Co., 834 F.2d 1142 (2d Cir. 1987)





Plastiques Anchor, Ltd. v. Quinn-David Corp., 1992 U.S. Dist. LEXIS 12536 (N.D. Ill. 1992)




Bicycle seats
In re Avocet, Inc., 227 U.S.P.Q. 566 (T.T.A.B. 1985)




Blenders
Braun, Inc. v. Dynamics Corp. of Am., 975 F.2d 815 (Fed. Cir. 1992)




Board games
Herbko Int’l, Inc. v. Gemmy Indus., 916 F. Supp. 322 (S.D.N.Y. 1996)




Brooms
Libman Co. v. Vining Indus., 69 F.3d 1360 (7th Cir. 1995)




Buildings
Traditional Living, Inc. v. Energy Log Homes, Inc., 464 F. Supp. 1024 (N.D. Ala. 1978)




Building blocks
Tyco Indus. v. Lego Sys. Inc., 5 U.S.P.Q.2d 1023 (D.N.J. 1987), aff’d without op., 853 F.2d 921 (3d Cir. 1988)




Cable ties
Thomas & Betts v. Panduit Corp., 65 F.3d 654 (7th Cir. 1995), later proceedings, 935 F. Supp. 1399 (N.D. Ill. 1996), vacated, 138 F.3d 277 (7th Cir. 1998)




Calculators
Hanig & Co. v. Fisher & Co., 1994 U.S. Dist. LEXIS 20422 (N.D. Ill. 1994)




Can openers
Vaughan Novelty Mfg. Co. v. G.G. Greene Mfg. Corp., 202 F.2d 172 (3d Cir. 1953)




Candles
Yankee Candle Co. v. Bridgewater Candle Co., 99 F. Supp. 2d 140 (D. Mass. 2000)




Checks
John H. Harland Co. v. Clarke Checks, Inc., 711 F.2d 966 (11th Cir. 1983)




Chemicals
In re Minnesota Mining & Mfg. Co., 335 F.2d 836 (C.C.P.A. 1964)





In re Tesco Chems., Inc., 181 U.S.P.Q. 59 (T.T.A.B. 1973)




Child carriers
Tough Traveler, Inc. v. Outbound Prods., 989 F. Supp. 203 (N.D.N.Y. 1997), aff’d without op., 165 F.3d 15 (2d Cir. 1998)




China dishware
Villeroy & Boch Keramische Werke K.G. v. THC Sys., 999 F.2d 619 (2d Cir. 1993)





In re Shenango Ceramics, Inc., 362 F.2d 287 (C.C.P.A. 1966)





Pagliero v. Wallace China Co., 198 F.2d 339 (9th Cir. 1952)




Christmas ornaments
Kurt S. Adler, Inc. v. World Bazaars, Inc., 897 F. Supp. 92 (S.D.N.Y. 1995)




Cigarette lighters 
Zippo Mfg. Co. v. Rogers Imports, Inc., 216 F. Supp. 670 (S.D.N.Y. 1963);




Clamps
Clamp Mfg. Co. v. Enco Mfg. Co., 870 F.2d 512 (9th Cir. 1989)





West Point Mfg. Co. v. Detroit Stamping Co., 222 F.2d 581 (6th Cir. 1955)




Clocks
Mastercrafters Clock & Radio Co. v. Vacheron & Con​stantin-Le Coultre Watches, Inc., 221 F.2d 464 (2d Cir. 1955)




Clothing
Wal-Mart Stores, Inc. v. Samara Bros., 120 S. Ct. 1339 (2000)


Knitwaves Inc. v. Lollytogs Ltd., 71 F.3d 996 (2d Cir. 1995)





Stormy Clime Ltd. v. ProGroup, Inc., 809 F.2d 971 (2d Cir. 1987)





Lois Sportswear, U.S.A., Inc. v. Levi Strauss & Co., 799 F.2d 867 (2d Cir. 1986)





Dallas Cowboys Cheerleaders, Inc. v. Pussycat Cinema, Ltd., 604 F.2d 200 (2d Cir. 1979)





J.C. Penney Co. v. H.D. Lee Mercantile Co., 120 F.2d 949 (8th Cir. 1941)





Foamation, Inc. v. Wedgeward Enters., 970 F. Supp. 676 (E.D. Wis. 1997)





Winning Ways Inc. v. Holloway Sportswear Inc., 37 U.S.P.Q.2d 1462 (D. Kan. 1995)





Munsingwear Inc. v. Jockey Int’l, Inc., 31 U.S.​P.Q.2d 1146 (D. Minn.), aff’d, 39 F.3d 1184 (8th Cir. 1994)





San Francisco Mercantile Co. v. Beeba’s Creations Inc., 704 F. Supp. 1005 (C.D. Cal. 1988)





In re Jockey Int’l, Inc., 192 U.S.P.Q. 579 (T.T.A.B. 1976)




Coffee makers
Bloomfield Indus. v. Stewart Sandwiches, Inc., 716 F. Supp. 380 (N.D. Ind. 1989)




Corn starch washers
Dorr-Oliver, Inc. v. Fluid-Quip, Inc., 94 F.3d 376 (7th Cir. 1996)




Disc golf equipment
Disc Golf Ass’n v. Champion Discs Inc., 158 F.3d 1002 (9th Cir. 1998)




Dog houses
Dogloo, Inc. v. Doskocil Mfg. Co., 893 F. Supp. 911 (C.D. Cal. 1995)




Dolls
EFS Mktg., Inc. v. Russ Berrie & Co., 76 F.3d 487 (2d Cir. 1996)





In re DC Comics, Inc., 689 F.2d 1042 (C.C.P.A. 1982)




Doorknobs
P.E. Guerin, Inc. v. Nanz Custom Hardware, Inc., 45 U.S.P.Q.2d 1524 (S.D.N.Y. 1997)




Drill accessories
Insty*Bit, Inc. v. Poly-Tech Indus., 95 F.3d 663 (8th Cir. 1996)




Elastic exercise straps
Dean v. Simmons, 48 U.S.P.Q.2d 1475 (D. Vt. 1998)




Electric razors
In re N. Am. Phillips Corp., 217 U.S.P.Q. 926 (T.T.A.B. 1983)




Eyeglass lens holders
In re Ennco Display Sys. Inc., 56 U.S.P.Q.2d 1279 (T.T.A.B. 2000)




Fans
Vornado Air Circulation Sys., Inc. v. Duracraft Corp., 58 F.3d 1498 (1995)




Faucets
Kohler Co. v. Moen Inc., 12 F.3d 632 (7th Cir. 1993)





I.P. Lund Trading ApS v. Kohler Co., 163 F.3d 27 (1st Cir. 1998)




Firearms
Kwik-Site Corp. v. Clear View Mfg. Co., 758 F.2d 167 (6th Cir. 1984)





Sturm, Ruger & Co. v. Arcadia Mach. & Tool, Inc., 10 U.S.P.Q.2d 1522 (C.D. Cal. 1988)





Wesson v. Galef, 286 F. 621 (S.D.N.Y. 1922)





In re Browning, 217 U.S.P.Q. 933 (T.T.A.B. 1982)




Fishing equipment
Shakespeare Co. v. Silstar Corp. of Am., 9 F.3d 109 (4th Cir. 1993), later proceedings, 906 F. Supp. 997 (D.S.C. 1995), aff’d, 110 F.3d 234 (4th Cir. 1996)





Brunswick Corp. v. Spinit Reel Co., 832 F.2d 513 (10th Cir. 1987)





Plastilite Corp. v. Kassnar Imports, 508 F.2d 824 (C.C.P.A. 1975)





In re Shakespeare Co., 289 F.2d 506 (C.C.P.A. 1961)





R.L. Winston Rod Co. v. Sage Mfg. Co., 838 F. Supp. 1396 (D. Mont. 1993)





In re EBSCO Indus., 41 U.S.P.Q.2d 1917 (T.T.A.B. 1997)




Flashbulbs
Sylvania Elec. Prods., Inc. v. Dura Elec. Lamp Co., 247 F.2d 730 (3d Cir. 1957)




Flooring material
Epic Metals Corp. v. Souliere, 99 F.3d 1034 (11th Cir. 1996)





Lukens Inc. v. Vesper Corp., 1 U.S.P.Q.2d 1299 (T.T.A.B. 1986), aff’d, 831 F.2d 306 (Fed. Cir. 1987)




Food
Kellogg Co. v. Nat’l Biscuit Co., 305 U.S. 111 (1938)





Nabisco, Inc. v. PF Brands, Inc., 191 F.3d 208 (2d Cir. 1999)





Lamb-Weston, Inc. v. McCain Foods Inc., 818 F. Supp. 1376 (E.D. Wash. 1993), aff’d in part and vacated in part, 78 F.3d 540 (Fed. Cir. 1996)





Nabisco Brands, Inc. v. Conusa Corp., 722 F. Supp. 1287 (M.D.N.C.), aff’d without op., 892 F.2d 74 (4th Cir. 1989)





Tootsie Roll Indus. v. Sathers, Inc., 666 F. Supp. 655 (D. Del. 1987)





In re Cafe Au Lait, Inc., 32 U.S.P.Q.2d 1063 (T.T.A.B. 1994)




Food and beverage trays
In re Peters, 6 U.S.P.Q.2d 1390 (T.T.A.B. 1988)





In re Keyes Fibre Co., 217 U.S.P.Q. 730 (T.T.​A.B. 1983)




Food mixers
Sunbeam Prods. Inc. v. West Bend Co., 39 U.S.P.Q.2d 1545 (S.D. Miss. 1996) aff’d, 123 F.3d 246 (5th Cir. 1997). 




Food processors
Nat’l Presto Indus. v. Hamilton Beach, Inc., 18 U.S.P.Q.2d  1993 (N.D. Ill. 1990)





Sunbeam Corp. v. Equity Indus. Corp., 635 F. Supp. 625 (E.D. Va. 1986), aff’d, 811 F.2d 1505 (4th Cir. 1987)




Fuel valves
In re Pingel Enters., 46 U.S.P.Q.2d 1811 (T.T.A.B. 1998)




Funeral baskets
Syndicate Sales, Inc. v. Hampshire Paper Corp., 192 F.3d 633 (7th Cir. 1999)




Furniture
Herman Miller, Inc. v. Palazzetti Imports & Exports, Inc., 270 F.3d 298, 313 (6th Cir. 2001)





Ashley Furniture Indus. v. Sangiacomo N.A., 187 F.3d 363 (4th Cir. 1999)





L. & J.G. Stickley, Inc. v. Canal Dover Furniture Co., 79 F.3d 258 (2d Cir. 1996)





Landscape Forms, Inc. v. Columbia Cascade Co., 70 F.3d 251 (2d Cir. 1995), later proceedings, 113 F.3d 373 (2d Cir. 1997), later proceedings, 117 F. Supp. 2d 360 (S.D.N.Y. 2000)





Imagineering, Inc. v. Van Klassens, Inc., 53 F.3d 1260 (Fed. Cir. 1995)





HWE, Inc. v. JB Research, Inc., 993 F.2d 694 (9th Cir. 1993)





Industria Arredamenti Fratelli Saporiti v. Charles Craig, Ltd., 725 F.2d 18 (2d Cir. 1984)





Meadowcraft, Inc. v. Compex Int’l Co., 47 U.S.P.Q.2d 1665 (N.D. Ga. 1998)





Artipresent GmbH v. Emruss Corp., 1997 U.S. Dist. LEXIS 12923 (N.D. Ill. 1997)





Ergotron, Inc. v. Hergo Ergonomic Support Sys., Inc., 1996 U.S. Dist. LEXIS 3822 (S.D.N.Y. 1996)





Krueger Int’l v. Nightingale Inc., 915 F. Supp. 595 (S.D.N.Y. 1996)





Devan Designs, Inc. v. Palliser Furniture Corp., 25 U.S.P.Q.2d 1991 (M.D.N.C. 1992), aff’d without op., 998 F.2d 1008 (4th Cir. 1993)





Gasser Chair Co. v. Infanti Chair Mfg. Corp., 21 U.S.P.Q.2d 1131 (E.D.N.Y. 1991)





Contour Chair Lounge Co. v. True-Fit Chair, Inc., 648 F. Supp. 704 (E.D. Mo. 1986)





Meadowcraft, Inc. v. B.I. Indus., 226 U.S.P.Q. 244 (N.D. Ala. 1985)





Grant v. California Bench Co., 173 P.2d 817 (Cal. Ct. App. 1946)




Fuses
Wilhelm Pudenz, GmbH v. Littelfuse, Inc., 177 F.3d 1204 (11th Cir. 1999)





Littelfuse Inc. v. Parker-Hannifin Corp., 230 U.S.P.Q. 654 (N.D. Ill. 1986)




Garden hose nozzles
R.M. Smith, Inc. v. Collins Ltd., 219 U.S.P.Q. 465 (W.D. Pa. 1983)




Glassware
Libbey Glass, Inc. v. Oneida Ltd., 61 F. Supp. 2d 700 (N.D. Ohio 1999)




Golf courses
Pebble Beach Co. v. Tour 18 I, Ltd., 936 F. Supp. 1299 (S.D. Tex. 1996), aff’d as modified, 155 F.3d 526 (5th Cir. 1998)




Grain bins
In re Harvestall Indus., 225 U.S.P.Q. 973 (T.T.A.B. 1985)




Greenhouses
Greenhouse Sys., Inc. v. Carson, 37 U.S.P.Q.2d 1748 (T.T.A.B. 1995)




Greeting cards
Jeffrey Milstein, Inc. v. Greger, Lawlor, Roth, Inc., 58 F.3d 27 (2d Cir. 1995)





Roulo v. Russ Berrie Co., 886 F.2d 931 (7th Cir. 1989)





Hartford House Ltd. v. Hallmark Cards, Inc., 846 F.2d 1268 (10th Cir. 1988)




Grills
In re Weber-Stephen Prods. Co., 3 U.S.P.Q.2d 1659 (T.T.A.B. 1987)




Guitars
In re Ovation Instruments, Inc., 201 U.S.P.Q. 116 (T.T.A.B. 1978)




Gumball machines
Big Top USA, Inc. v. Wittern Group, 998 F. Supp. 30 (D. Mass. 1998)




Gym bags
Le Sportsac, Inc. v. K Mart Corp., 754 F.2d 71 (2d Cir. 1985)




Hair brushes
DCNL, Inc. v. Almar Sales Co., 47 U.S.P.Q.2d 1406 (N.D. Cal. 1997)




Hair clips
In re Reiner Indus., 170 U.S.P.Q. 60 (T.T.A.B. 1971)




Heaters
Sengoku Works, Ltd. v. RMC Int’l, Inc., 1996 U.S. App. LEXIS 24865 (9th Cir. 1996)




Handbags
Coach Leatherware Co. v. AnnTaylor, Inc., 751 F. Supp. 1104 (S.D.N.Y. 1990), aff’d in part and rev’d in part, 933 F.2d 162 (2d Cir. 1991)





Accurate Leather & Novelty Co. v. LTD Commod​ities, Inc., 18 U.S.P.Q.2d 1327 (N.D. Ill. 1990)




Horse halters
In re Craigmyle, 224 U.S.P.Q. 791 (T.T.A.B. 1984)




Infant activity gyms
Tyco Indus. v. Tiny Love, Inc., 914 F. Supp. 1068 (D.N.J. 1996)




Ironing boards
J.R. Clark Co. v. Murray Metal Prods. Co., 219 F.2d 313 (5th Cir. 1955)




Jack-o-lanterns
Trendmasters, Inc. v. Walgreen Co., 1997 U.S. Dist. LEXIS 5601 (N.D. Ill. 1997)




Jewelry
Gemveto Jewelry Co. v. Jeff Cooper, Inc., 800 F.2d 256 (Fed. Cir. 1986)





Diamond Direct LLC v. Star Diamond Group, 57 U.S.P.Q.2d 1146 (S.D.N.Y. 2000)





Neiman Marcus Group v. Philippe Charriol Int’l, Ltd., 56 U.S.P.Q.2d 1975 (S.D.N.Y. 2000)





William S. Geiger Corp. v. Gigi Accessories, Inc., 49 U.S.P.Q.2d 1218 (S.D.N.Y. 1997)





Atlantis Silverworks, Inc. v. 7th Sense, Inc., 42 U.S.P.Q.2d 1904 (S.D.N.Y. 1997)




Jewelry organizers
Studio 1712, Inc. v. Etna Prods. Co., 777 F. Supp. 844 (D. Colo. 1991)




Knives
Russell Harrington Cutlery Inc. v. Zivi Hercules Inc., 25 U.S.P.Q.2d 1965 (D. Mass. 1992)




Lamps/light fixtures
Compco Corp. v. Day-Brite Lighting, Inc., 376 U.S. 234 (1964)





Sears, Roebuck & Co. v. Stiffel Co., 376 U.S. 225 (1964)





Keene Corp. v. Paraflex Indus., 653 F.2d 822 (3d Cir. 1981)





Bauer Lamp Co. v. Shaffer, 941 F.2d 1165 (11th Cir. 1991) (per curiam)





Lamps Plus Inc. v. Home Depot USA Inc., 57 U.S.P.Q.2d 1311 (C.D. Cal. 1999)





Adjustable Fixture Co. v. Schumaker Lighting Co., 47 U.S.P.Q.2d 1856 (E.D. Wis. 1998)





Lon Tai Shing Co.  v. Koch + Lowy, 19 U.S.P.Q.2d 1081 (S.D.N.Y 1990)





PAF S.r.L. v. Lisa Lighting Co., 712 F. Supp. 394 (S.D.N.Y. 1989)





Remcraft Lighting Prods., Inc. v. Maxim Lighting, Inc., 706 F. Supp. 855 (S.D. Fla. 1989)





Artemide S.p.A. v. Grandlite Design & Mfg. Co., 672 F. Supp. 698 S.D.N.Y. 1987)





In re Stonco Elec. Prods. Co., 142 U.S.P.Q. 393 (T.T.A.B. 1964)




LED housings
In re Visual Communications Co., 51 U.S.P.Q.2d 1141 (T.T.A.B. 1999)




Locks
Best Lock Corp. v. Schlage Lock Co., 413 F.2d 1195 (C.C.P.A. 1969)





Yale & Towne Mfg. Co. v. Alder, 154 F. 37 (2d Cir. 1907)




Luggage
CPG Prods. Corp. v. Pegasus Luggage, Inc., 776 F.2d 1007 (Fed. Cir. 1985)




Marionettes
Great Am. Fun Corp. v. Hosung N.Y. Trading, Inc., 960 F. Supp. 815 (S.D.N.Y. 1997)




Medical equipment
Blue Bell Bio-Medical v. Cin-Bad, Inc., 864 F.2d 1253 (5th Cir. 1989)





Continental Lab. Prods. Inc. v. Medax Int’l Inc., 114 F. Supp. 2d 992 (S.D. Cal. 2000)





In re Lincoln Diagnostics Inc., 30 U.S.P.Q.2d 1817 (T.T.A.B. 1994)




Microfilm reels
Naso v. Park, 850 F. Supp. 264 (S.D.N.Y. 1994)




Microphones
In re Motorola Inc., 3 U.S.P.Q.2d 1142 (T.T.A.B. 1986)




Microwave ovens
Litton Sys., Inc. v. Whirlpool Corp., 728 F.2d 1423 (Fed. Cir. 1984)




Milling machines
Textron, Inc. v. United States Int’l Trade Comm’n, 753 F.2d 1019 (Fed. Cir. 1985)




Mirrors, automobile
Interpart Corp. v. Italia, 777 F.2d 678 (Fed. Cir. 1985)




Mole repellers
P3 Int'l v. Weitech, Inc., 52 U.S.P.Q.2d 1508 (S.D.N.Y. 1999)




Motorcycles
H-D Mich. Inc. v. Biker’s Dream Inc., 48 U.S.P.Q.2d 1108 (C.D. Cal. 1998)




Mowers
Swisher Mower & Mach. Co. v. Haban Mfg., Inc., 931 F. Supp. 645 (W.D. Mo. 1996)




Office trays
W.T. Rogers Co. v. Keene, 778 F.2d 334 (7th Cir. 1985)





Eldon Indus. v. Rubbermaid, Inc., 735 F. Supp. 786 (N.D. Ill. 1990)




Orange juice squeezers
Metro Kane Imports, Ltd. v. Rowoco, Inc., 618 F. Supp. 273 (S.D.N.Y. 1985), aff’d without op., 800 F.2d 1128 (2d Cir. 1986)




Parking meters
Time Mechanisms, Inc. v. Qonaar Corp., 422 F. Supp. 905 (D.N.J. 1976)




Pens
T & T Mfg. Co. v. A.T. Cross Co., 449 F. Supp. 813 (D.R.I.), aff’d, 587 F.2d 533 (1st 1978)




Pen clips
In re Lindy Pen Co., 159 U.S.P.Q. 634 (T.T.A.B. 1968)




Pharmaceutical products
Inwood Labs. v. Ives Labs., 456 U.S. 842 (1982)





Ciba-Geigy Corp. v. Bolar Pharm. Corp., 747 F.2d 844 (3d Cir. 1984)





SK&F Co. v. Premo Pharm. Labs., 625 F.2d 1055 (3d Cir. 1980)





Ross-Whitney Corp. v. Smith Kline & French Labs., 207 F.2d 190 (9th Cir. 1953)





McNeil-PPC, Inc. v. Granutec, Inc., 919 F. Supp. 198 (E.D.N.C. 1995)





Florida Breckenridge, Inc. v. Solvay Pharm., Inc., 43 U.S.P.Q.2d 1878 (S.D. Fla. 1978), appeal dismissed, 174 F.2d 1227 (11th Cir. 1999)





Par Pharm., Inc. v. Searle Pharms., Inc., 227 U.S.P.Q. 1024 (N.D. Ill. 1985)





American Home Prods. v. Chelsea Labs., 572 F. Supp. 278 (D.N.J. 1982), aff’d, 722 F.2d 730 (3d Cir. 1983)





Ciba-Geigy Corp. v. Bolar Pharm. Co., 547 F. Supp. 1095 (D.N.J. 1982), aff’d, 719 F.2d 56 (3d Cir. 1983)





Boehringer Ingelheim G.m.b.H. v. Pharmadyne Labs., 532 F. Supp. 1040 (D.N.J. 1980)





Hoffman La Roche, Inc. v. Premo Pharmaceutical Labs., 210 U.S.P.Q. 374 (D.N.J. 1980)





A.H. Robins Co. v. Medicine Chest Corp., 206 U.S.P.Q. 1015 (E.D. Mo. 1980).





Smith, Kline & French Labs. v. Waldman, 69 F. Supp. 646 (E.D. Pa. 1946)




Picture frames
Ann Howard Designs, L.P. v. S. Frills, Inc., 992 F. Supp. 688 (S.D.N.Y. 1998)




Pizza stones
Sassafras Enters. v. Roshco, Inc., 915 F. Supp. 1 (N.D. Ill. 1996)




Plumbing equipment
In re Vico Prods. Mfg. Co., 229 U.S.P.Q. 364 (T.T.A.B. 1985)




Pressing machines
American Safety Table Co. v. Schreiber, 269 F.2d 255 (2d Cir. 1959)




Pumps
Western Chem. Pumps, Inc. v. Superior Mfg., Inc., 989 F. Supp. 1112 (D. Kan. 1997)





In re Bio-Medicus Inc., 31 U.S.P.Q.2d 1254 (T.T.A.B. 1994)





In re Carr-Griff, Inc., 223 U.S.P.Q. 359 (T.T.A.B. 1984)




Pump brackets
Chem-Tainer Indus. v. Wilkin, 44 U.S.P.Q.2d 1114 (C.D. Cal. 1997)




Puzzles
Laureyssens v. Idea Group, Inc., 768 F. Supp. 1036 (S.D.N.Y. 1991)




Quilts
Perfect Fit Indus. v. Acme Quilting Co., 618 F.2d 950 (2d Cir. 1980)




Railroad tracks, toy


In re Polk’s Model Craft Hobbies, Inc., 40 U.S.P.Q.2d 1711 (Bankr. D.N.J. 1995)




Razors, electric
U.S. Philips Corp. v. Windemere Corp., 1991 U.S. Dist. LEXIS 16024 (S.D. Fla. 1991), vacated, 971 F.2d 728 (Fed. Cir. 1991)





In re N. Am. Phillips Corp., 217 U.S.P.Q. 929 (T.T.A.B. 1983)




Robot toys
FASA Corp. v. Playmates Toys, Inc., 912 F. Supp. 1124 (N.D. Ill. 1996), vacated, 108 F.3d 140 (7th Cir. 1997)




Roofing materials
Merchant & Evans v. Roosevelt Bldg. Prods. Co., 963 F.2d 628 (3d Cir. 1992)





IKO Chicago v. CertainTeed Corp., 29 U.S.P.Q.2d 1953 (N.D. Ill. 1993)




Screw anchors
Mech. Plastics Corp. v. Titan Techs., Inc., 823 F. Supp. 1137 (S.D.N.Y. 1993), aff’d without op., 33 F.3d 50 (2d Cir. 1994)




Sewing machines
Singer Mfg. Co. v. June Mfg Co., 163 U.S. 169 (1896)




Shoes
L.A. Gear, Inc. v. Thom McAn Shoe Co., 988 F.2d 1117 (Fed. Cir. 1993)





Brooks Shoe Mfg. Co. v. Suave Shoe Corp., 716 F.2d 854 (11th Cir. 1983)





In re Sneakers With Fabric Uppers & Rubber Soles, 223 U.S.P.Q. 536 (U.S.I.T.C. 1983)




Shovel attachments
E-Z Implements, Inc. v. Marv Haugen Enters., 25 F. Supp. 2d 1012 (D. Minn. 1998)




Shower heads
In re Teledyne Indus., 696 F.2d 968, 971 (Fed. Cir. 1982)





Zin-Plas Corp. v. Plumbing Quality AGF Co., 622 F. Supp. 415 (W.D. Mich. 1985)




Signs, vehicle mounted
Elmer v. ICC Fabricating, Inc., 67 F.3d 1571 (Fed. Cir. 1995)




Sign stands
TrafFix Devices, Inc. v. Marketing Displays, Inc., 121 S. Ct. 1255 (2001) 




Silverware
Wallace Int’l Silversmiths, Inc. v. Godinger Silver Art Co., 916 F.2d 76 (2d Cir. 1990)





Sabert Corp. v. Ullman Co., 53 U.S.P.Q.2d 1597 (S.D.N.Y. 1999).




Snowball machines
Sno-Wizard Mfg., Inc. v. Eisemann Prods. Co., 791 F.2d 423 (5th Cir. 1986)




Soap holders
In re Quikey Mfg. Co., 159 U.S.P.Q. 490 (T.T.A.B. 1968) 




Step aerobic benches
Step Co. v. Consumer Direct Inc., 936 F. Supp. 960 (N.D. Ga. 1994)




Stereo speakers
In re Bose Corp., 772 F.2d 866 (Fed. Cir. 1985)





Bose Corp. v. Linear Design Labs., 467 F.2d 304, 309 (2d Cir. 1972)





Pioneer Kabushiki Kaisha v. Jazzy Elecs., Inc., 212 U.S.P.Q. 591 (E.D.N.Y. 1981)




Stones, decorative
Stoneworks Inc. v. Empire Marble and Granite Inc., 49 U.S.P.Q.2d 1760 (S.D. Fla. 1998)




Storage containers
Rubbermaid Inc. v. Contico Int’l, Inc., 1992 U.S. Dist. LEXIS 19058 (N.D. Ohio 1992)




Stoves
Fisher Stoves, Inc. v. All Nighter Stove Works, Inc., 626 F.2d 193 (1st Cir. 1980)




Swimming pool liners
Major Pool Equip. Corp. v. Ideal Pool Corp., 203 U.S.P.Q. 577 (N.D. Ga. 1979)




Swimming pool cleaners
Polaris Pool Sys., Inc. v. Letro Prods., Inc., 886 F. Supp. 1513 C.D. Cal. 1995)




Teddy bears
Am. Greetings Corp. v. Dan-Dee Imports, Inc., 807 F.2d 1136 (3d Cir. 1986)





Wiley v. Am. Greetings Corp., 762 F.2d 139 (1st Cir. 1985)




Telephones
Cicena Ltd. v. Columbia Tele​comm. Group, 900 F.2d 1546 (Fed. Cir. 1990)





Maher & Maher v. Unisonic Prods. Corp., 719 F. Supp. 161 (S.D.N.Y. 1989)





Leisurecraft Prods. Ltd. v. Int’l Dictating Equip. Inc., 210 U.S.P.Q. 193 (D.D.C. 1981)




Tents
Gale Group v. King City Indus., 23 U.S.P.Q.2d 1208 (M.D. Fla. 1992)




Textile braiding machines
New England Butt Co. v. Int’l Trade Comm’n, 756 F.2d 874 (Fed. Cir. 1985)




Thermostat covers
In re Honeywell, Inc., 8 U.S.P.Q.2d 1600 (T.T.A.B. 1988)




Tires
Goodyear Tire & Rubber Co. v. Robertson, 25 F.2d 833 (4th Cir. 1928)




Toilets
Kohler Co. v. Titon Indus., 1999 U.S. Dist. LEXIS 12671 (N.D. Ga. 1999)




Tools
Leatherman Tool Group v. Cooper Indus., 199 F.3d 1009 (9th Cir. 1999)





Petersen Mfg. Co. v. Central Purchasing, Inc., 740 F.2d 1541 (Fed. Cir. 1984)





Nelson/Weather-Rite, Inc. v. Leatherman Tool Group, 40 U.S.P.Q.2d 1239 (N.D. Ill. 1995)





Crescent Tool Co. v. Kilborn & Bishop Co., 247 F. 299 (2d Cir. 1917)




Toothbrushes
In re Pierre Fabre S.A., 221 U.S.P.Q. 1210 (T.T.A.B. 1984)




Trash cans
Rubbermaid Commercial Prods. v. Contico Int’l, 836 F. Supp. 1247 (W.D. Va. 1993)



Tractors
In re Caterpillar Inc., 43 U.S.P.Q.2d 1335 (T.T.A.B. 1997)



Truck cabs
Unital, Ltd. v. Sleepco Mfg., Ltd., 627 F. Supp. 285 (W.D. Wash. 1985)




Truck trailers
Truck Equip. Serv. Co. v. Fruehauf Corp., 536 F.2d 1210 (8th Cir. 1976)




Tubing connectors
In re Hollaender Mfg. Co., 511 F.2d 1186 (C.C.P.A. 1975)





Ark Plas Prods., Inc. v. Value Plastics, Inc., 913 F. Supp. 1246 (W.D. Ark. 1996)




Umbrellas
In re Telesco Brophey Ltd., 170 U.S.P.Q. 427 (T.T.A.B. 1971)




Urns, decorative
Duraco Prods., Inc. v. Joy Plastic Enters., 40 F.3d 1431 (3d Cir. 1994)




Vacuum bottles
In re Certain Vacuum Bottles & Components Thereof, 219 U.S.P.Q. 637 (U.S.I.T.C. 1982)




Vacuum cleaners
Black & Decker v. Hoover Serv. Ctr., 886 F.2d 1285 (Fed. Cir. 1989)





Black & Decker v. N. Am. Philips Corp., 632 F. Supp. 185 (D. Conn. 1986)





Pope Automatic Merch. Co. v. McCrum-Howell Co., 191 F. 979 (7th Cir. 1911)




Valves
Versa Prods. Co. v. Bifold Co. (Mfg.) Ltd., 50 F.3d 189 (3d Cir. 1994)




Vehicle awnings
Zip Dee, Inc. v. Dometic Corp., 931 F. Supp. 602 (N.D. Ill. 1996)




Vending machines
Northwestern Corp. v. Gabriel Mfg. Co., 1996 U.S. Dist. LEXIS 6137 (N.D. Ill. 1996)





In re Parkway Mach. Corp., 51 U.S.P.Q.2d 1201 (T.T.A.B.), vacated, 52 U.S.P.Q.2d 1628 (T.T.A.B. 1999)




Watches
Gucci Timepieces Am. Inc. v. Yidah Watch Co., 47 U.S.P.Q.2d 1938 (C.D. Cal. 1998)




Water meters
Badger Meter, Inc. v. Grinnell Corp., 13 F.3d 1145 (7th Cir. 1994)




Whirlpool jets
In re Vico Prods. Mfg. Co., 229 U.S.P.Q. 364 (T.T.A.B. 1985)




Windshield wipers
Trico Prods. Corp. v. Ace Prods. Corp., 30 F. 688, 689 (D. Conn. 1929)




Zithers
Flagg Mfg. Co. v. Holway, 59 N.E. 667 (Mass. 1901)


